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Chapter I
INTRODUCTION
An 18-year-old high school student from Norway has just received a check for over
$100,000. He has spent much of his spare time this past year making a music web page.
He bought his own Internet address and is renting server space. In January, 1999 he
received an e-mail from a Canadian record company stating that his web page contained
links to web pages with illegally uploaded sound recordings. As a result of this e-mail, he
decided to rebuild the web page and he opened his page for artists that were willing to
upload their music on the Internet. In this way all the music and links on his page were
legal. The web page has brought him more or less $2000 a month in advertising income.
However, when an American media company saw the page and was willing to pay the
teenager $100 000 for his Internet address mp3park.com, he chose to sell it. He is now
working on similar projects; web pages containing legally uploaded music.
This is a rare story these days, but worth mentioning, because it illustrates how
much a simple Internet page consisting of music can be worth. The high school student
has been the typical uploader of sound recordings to the Internet; however, it is not usual
that the copyright owners are asked for permission before doing this.
The Internet has expanded vastly in resent years, both in use and utility. It has
become one of the most important means of distributors of information in our time. This
increasing popularity has also lead to "online fraud, theft, piracy, and infringement."2 The
music industry is one of the branches that will experience upheaval in the next few years.
The Internet might even change the way music is distributed. In 1995 an expert said "[t]he
1
Marita E. Valvik. Rik Russ Med Nettside, (visited July 6, 1999)
htrp://www.aftenposten.no'nyheter'nett/d89028.htm
" April M. Major, Copyright Tackles Yet Another Challenge: The Electronic Frontier ofthe World Wide
Web, 24 Rutgers Computer & Tech. L.J. 75. 75 (1998).
whole music industry is going to go through one of the biggest increases on the Internet in
the next year."
3
This has continued ever since, and there is no reason to think that it will
change in the near future. Experts believe that the Internet could alter the way music is
distributed and undermine the physical distribution of sound recordings. Yet on the other
hand the Internet could help unknown bands by promoting their music to the whole world
easily and cheaply. The Internet has no labels that might refuse to publish the music; it is
the listeners who determine whether the music will be popular.
The Record Industry Association of America (RIAA) is concerned that the Internet
will be used to distribute published sound recordings and also bootleg recordings that were
never intended to be commercialized." Transference of music concerts has already taken
place. Two hours after "Jesus and Mary Chain" performed their concert at the Intel New
York Music Festival the summer of 1998 it was available for the whole world on the
Internet.
6
In this case it was transferred with the authorization of the band members, but
the system creates unlimited opportunities for bootlegging activity. Users can alter sound
recordings that are made available at the Internet with the help of their computer. It is
easy to upload and download music from the Internet, but it is difficult to identify and
track down the persons that take part in this activity and make them pay for their use. This
brings us to the core of the problem, namely, the issue of compensation.
"'Bulletin board service ("BBS"), online service, and Internet subscribers have used the new
technology by illegally placing, without the copyright owner's authorization, [sound
recordings] online for other users to download. The users, by uploading and downloading
Comment, Tapping to the Beat ofa Digital Drummer: Fine Tuning of U.S. Copyright Lawfor Music
Distribution on the Internet, 59 Alb. L. Rev. 789, 802 (1995) (quoting Gillian Shaw, Welcome to Toast}'
World ofInternet, Vancouver Sun, Feb. 10, 1995, at D2, quoting Bill Koty, a specialist in marketing and
the Internet at the University of British Columbia.)
'Id
5 George B. Delta, Jeffrey H. Matsuura, Law ofthe Internet, Aspen Law & Business ( 1 998) at 5-22.
Jon Pareles, Trying to Get in Tune With the Digital Age, Recordings Industry Seeks a Standard For
Distributing Music on the Web, The New York Times, ?? Business Pages, 1.
Law of the Internet, supra note 5, at 5-23.
3unauthorized [sound recordings], are dein iny copyright owners just compensation for public
access to their works."
The recording industry states that without copyright protection they are not guaranteed
compensation, which again will take awa\ the incentive to make music. Another
important aspect of the Internet is that it has worldwide coverage, which means that an
infringement of a copyright is an international problem. 10
Michael F. Morano, Legislating in the Face ofNew Technology: Copyright Lawsfor the Digital Age, 20
Fordham Int'l L.J. 1374, 1374 (1997). (Quoting Nicholas Baran, Inside the Information Superhighway 16
(1995); The Report of the Working Group on Intellectual Property Rights 8 (1995).)
Peter H. Lewis, Internet, Music to Go, New York Times, December 24, 1998, Technology section, at 1
of the Technology section.
Morano, supra note 8, 1376.
Chapter II
THE DEVELOPMENT OF THE INTERNET AND SOUND RECORDINGS IN A
COPYRIGHT ASPECT
A. Internet and sound recordings
1 . Introduction
(a) What is the Internet?
The Internet is '"an electronic communications network that connects computer networks
and organizational computer facilities around the world. " Many people talk about the
Web (World Wide Web) when they talk about the Internet, but the Web is really "a part of
the Internet designed to allow easier navigation of the network through the use of
graphical user interfaces and hypertext links between different addresses."
The local networks are connected to the Internet through computers known as
gateways. ''Information to be delivered is tagged with the electronic address of its
destination computer, leaves its home network through a gateway, and passes from
gateway to gateway until reaching its goal."
1
The Internet started out as the ARPAnet in 1969, by the United Stated Defense
Department. It was made to survive a nuclear attack. For security reasons the ARPAnet
could not be controlled by one computer, and if any one computer shut down the network
could continue. It was linked together by computers from "the military, defense
contractors, and university laboratories conducting defense-related research." 1 ^ It was later
taken over by the National Science Foundation, which expended its use to cover
'
' WWWebster Dictionary (visited Mav 30 1 999) Hrtp:7\vvv\v.m-w.com/cgi-bin/dictionarv
12
Id
13
Encarta (visited May 30 1999) hrtp://encarta.msn.com
Tapping to the Beat ofa Digital Drummer: Fine Tuning U.S. Copyright Lawfor Music Distribution on
the Internet, supra note 3, 792.
15 Needham J. Boddie, II et al, A Review ofCopyright and the Internet, 20 Campbell L. Rev. 193, 195
(1998).
5universities in general. It was first in 1991 that the Internet was opened for widespread
commercial use.
There are two important features for our purposes. First the Internet is not
centralized, which means that there is no authority that can control it. The other aspect is
that the Internet is more or less anonymous, which makes it difficult to track down
infringers.
(b) How extensive is the use of the Internet?
I 7
In 1981. not even 300 computers were linked to the Internet. By 1996. 25 million
1 o
computers from over 180 countries were connected. In 1998, more than 100 million
people were estimated to use the Internet, and the number is expected to reach 325 million
people by 2002.
19
The use of Internet as an information source is obviously growing
rapidly, and will continue to grow rapidly in the years to come.
(c) The utility areas of the Internet
The utility of the Internet has become apparent in recent years. It is now not only a source
for written information, but also for pictures, sounds and moving images. One can also
listen to radio on the Internet, by downloading a free program such as "Real Player" that
enables the computer to play the radio in real time." "The Internet has the capability to
function as a network for transfer of data, voice communications, audio, and video.
Accordingly, it can serve as a telephone system, radio network, and television distribution
medium, simultaneously.""
Tapping to the Beat ofa Digital Drummer: Fine Tuning U.S. Copyright Law for Music Distribution on
the Internet, supra note 3, 793-794.
' Boddie, supra note 15, 193.
hnp: encarta.msn.com supra note 13.
Hilary B. Rosen, The Promise and the Peril: The Two sides ofthe Digital Universe, excerpted from A
Recent Keynote At The European Institute's Forum Entitled "Intellectual Property Protection In the
Digital Age." (Received from RIAA Nov. 23, 1998) The numbers varies from source to source, but the
point is that the growth of users connecting to the Internet is growing rapidly.
Lewis, Supra note 9.
Law ofthe Internet, supra note 5, at 5-29.
6The Internet is a way of reaching a huge crowd both easily and inexpensivel) ,*"
This is one of the great advantages of the Internet, but also one of the dangers when it
comes to copyright protection.
2. Copying of sound recordings from the Internet
(a) Sound recording "piracy'''
For listeners the Internet offers a world of options, but the new technology also makes
copying easier than ever. It is possible to mass distribute sound recordings to the whole
world at little cost. In one single afternoon the RIAA's anti-piracy team searched the
Internet and discovered 80 sites with 20,000 illicit sound recordings.
There are three forms of illegal copying of sound recordings. The most common
term is "piracy;" however, piracy means the making of compilations of recordings that
have been all ready released." 3 It is not the copying of an entire album, but a compilation
of songs from different albums. "Bootlegging" is recording and copying of live
performances, studio recordings etc., which was never intended to be recorded and
published.
-4
"Counterfeiting" is copying of a legal sound recording that has been released
by the artist and published. "^ I will use the term "piracy" as a joint expression of the three
acts, and I will only use the different expressions if the content makes it necessary to
distinguish between them.
Piracy is nothing new to the music industry, but earlier it was concentrated in Asia
and Latin America, and it was limited to cassette tapes. The Internet has made piracy
escalate in North America and Western Europe."6 An example from last fall is when
R.E.M. released its latest album "UP". Within days the album was available for the whole
"" Boddie, supra note 1 5, 204.
J Todd D. Patterson, Intellectual Property Issues in East Asia Proceedings ofthe 1997 Symposium:
Article and Comment: The Uruguay Round's Anti-Bootlegging Provision: A Victory For Musical Artists
and Record Companies, 15 Wis. Int'l L.J. 371, 378 (1997).
24
Id, 374.
25
Id, 311.
Alice Rawsthom. New Weapon in Pirates ' Armory Puts Music Industry in a Spin, Financial Times,
October 30. 1998, London Edition 1, World Trade section at 6.
7world to copy. A spokesman for R.E.M.'s label. Warner Bros., stated that "[sjomeone is
helping themselves to our property, and then, in a strange Robin Hoodsque move, is
,,27
offering that property to others. .
.
The downloading of sound recordings from the Internet used to be a time-
consuming process. 28 However, new technology is changing this. The use of cable instead
of phone lines will speed up the downloading considerably. The software that compresses
the sound files so they take up less space on your computer is also improving. The time
and effort to download sound recordings will soon no longer represent a hindrance. The
music industry will need some measures to be able to protect their interests. Internet
piracy has already started, and it will likely continue, if the right steps are not taken soon.
An American law professor has summarized the problem of no copyright protection on the
information superhighway. An artist who tries to make a living on his performances loses
twice: " [fjirst. because only rich or part-time artists can afford to put their works on-line
and still eat; and second, because consumers that would have supported them in the hard
copy universe are now shopping in the on-line universe.""
(b) The digitalization of a sound recording
To be able to transfer music via the Internet, the music must be digitized. This is done by
translating the sound into mathematical bits and the music is stored in the computer's
memory or software as Os and 1 s. This process is important, because it ensures that the
copy of the sound recording from the Internet is of the same quality as the original, no
matter how many times it has been copied. Analog audio transmission, on the other hand,
will always be of lesser quality, because of interference and disturbance during the
Hiawata Bray, New hit machine: your PC; With afew clicks ofthe mouse, a music revolution is shaking
the industry, The Boston Globe, November 22, 1998, Economy section at Fl.
Law of the Internet, supra note 5, at 5-22.
Marci A. Hamilton, Impact of the TRIPS Agreement On Specific Disciplines: Copyrightable Literary
and Artistic Works: Article: The TRIPS Agreement: Imperialistic, Outdated, and Overprotective, 29 Vand.
J. Transnat'l L. 613, 626 (1996).
broadcasting.
30 When a sound recording has been digitized, it can easily be "published" on
the Internet by the help of an access provider. This makes the Internet to the world's
biggest copying machine.
"First, the digitalization offers an easy and inexpensive method to create
an unlimited number of perfect copies. Second, the digitized [sound recording]
can be instantaneously uploaded and downloaded by an unlimited number of
users. Third, information in disparate media can be converted into a single
digital stream and can easily be manipulated to create a variety of new
works.
,,jl
(c) The downloading of a sound recording from the Internet
There are legitimate Internet pages out there where music can be downloaded with the
consent of the copyright owners. The Internet Underground Music Archive is one of them.
It presents free online music that allows unknown bands to have their music played all
over the world.
32 The Cerberus Celestial Jukebox is another. What makes this page so
special is that it collects payment from customers. Users have to give their credit card
number to get a password that allows them to download the music they want. Cerberus
cooperates with the Mechanical Copyright Protection Society. This organization collects
royalties each time a song is played in public by a member/ These pages however, do not
represent a problem. The difficulties occur where there is music that is placed on the
Internet without the consent of the copyright owners.
By using a cable modem, the downloading will speed up considerably. At the
moment scientists are working on technology to connect to the Internet through existing
June Chung, Note: The Digital Performance Right in Sound Recordings Act and Its Failure to Address
the Issue ofDigital Music's New Form ofDistribution, 39 Ariz. L. Rev. 1361, 1366-1368 (1997).
Adam P. Segal, Comments: Dissemination of Digitized Music on (he Internet: A Challenge to the
Copyright Act, 12 Computer & High Tech. L.J. 97, 102-105 (1996).
Rebecca F. Martin, Note: The Digital Performance Right in the Sound Recordings Act of 1995: Con it
protect U.S. Sound Recording Copyright Owners in a Global Market?, 14 Cardozo Arts & Ent LJ 733,
741-750(1996).
Tapping to the Beat ofa Digital Drummer: Fine Tuning of U.S. Copyright Lawfor Music Distribution
on the Internet, supra note 3, 796-797 (paraphrasing Mr. Simon speaking before a Senate Judiciary
subcommittee).
32
Segal, supra note 30, 106-108.
33
Id, 108-109.
9electrical power cables, which will speed up the transmission time even more. MP3 files
that are available to download from the Internet for free, speeds up the downloading by
compressing the files so it takes up only one tenth of the capacity without harming the
sound quality significantly.
34
There is also a portable player that uses the MP3 files,
namely the $199.95 Rio Player. With this player it is possible to download up to one hour
of music directly to the player.
33
To make CD-ROM copies of sound recordings with substantially the same quality
as the original CD. all you need is a computer with a sound card, free soft ware (MP3),
and a CD recorder that can be purchased for $200. Recordable CDs can be purchased for
$1 each. When one considers that new CDs from the record store costs $17, the expenses
will soon be worth while as long as there is music for free on the Internet. The copyright
owners however, will not be paid for the use of their property, and the downloaders are
getting used to this. As David Bowie has said: "What should we do, ... give the music
away, and sell the T-shirts? Maybe weTl become salary men again? ,,J The Internet is
clearly here to stay, and so is downloading of music.
B. Internet and copyright
1
.
Introduction
Since the value of an interactive information system depends upon the authors and artists
and their willingness to deliver and "publish' 1 creative works on the Internet, "the rights of
authors must not be defeated by the rights of users."37 There are clearly different opinions
as to whether or not traditional copyright protection will survive the new technologies.
The question until (and if) we find another solution is whether current law extends or even
",4
Lewis, supra note 20.
5:v
RJAA sued Diamond that makes the Rio Player, claiming that it was copyright infringement. The court
denied this, and RJAA appealed.
Pareles, supra note 6.
Major, supra note 2.
10
should extend to digital dissemination of music. I will first discuss the question in general
and then in connection with the interpretation of the TRIPS Agreement.
2. Is copying from the Internet illegal and why?
(a) Copyright infringement?
According to the U.S. Copyright Act
38
a copyright owner has to show that he owns a valid
copyright over the sound recording in issue, and that defendant has "copied" the work./
The plaintiff may show this by direct evidence or indirect evidence if he can show that
defendant had access to plaintiffs sound recording, and the copy is substantially similar to
the original sound recording.
40
Because of the way the Internet works, it should normally
be no problem to prove access.
The copyright owner has several exclusive rights to his work. One of them is the
exclusive right to make copies of his work. The U.S. courts have found copyright
infringement where "the fundamental essence or structure of one work is duplicated in
another."
4
" When a person places the whole sound recording on the Internet and another
copies this from the net, it clearly represents copying.
The making of a sound recording to a digital computer file is by definition to
prepare derivative work, J which is reserved to the copyright owner. It may also
represent a derivative work if the dowloader of a sound recording changes it with his
computer, which is easy to do.
There is a question as to whether transmission over the Internet can represent a
distribution of the sound recording. The sound recording is being transmitted to another
j8
17U.S.C. 101.
Boddie. supra note 15. 222.
40
W,223.
4
' 17U.S.C. §106.
" Boddie, supra note 15, 223.
1
"Derivative work. Under the copyright law, a work based on a pre-existing work, such as a translation,
musical arrangement, fictionalization, motion picture version, abridgement or any other form in which a
work may be recast, transformed or adapted, is a derivative work. ..." Black's Law Dictionary, 444 (6
th
ed. 1990).
44
Boddie, supra note 15, 224.
without giving away the original copy of the work. There is also a limitation to the right to
distribution, namely the first sale doctrine. The doctrine gives the owner of a legalh made
copy the right to sell it or otherwise dispose of it. ^ In the case of transmission of sound
recordings over the Internet, the making of a digital copy might be copyright infringement
as an illegal effort to make derivative works. It may also represent the making of an illegal
copy. This means that the person that transmits the copyrighted work is distributing an
illegal copy, and he is therefor not protected by the first sale doctrine.
Historically the Copyright Act contained no exclusive right to perform a sound
recording. This changed January 1996 when the Digital Performance Right in Sound
Recordings Act came into effect. 46 The act was introduced "to grant artists and copyright
owners the right to collect royalties for public performance of their sound recordings,
including digitally transmitted sound recordings." If a person transfers a sound recording
over the Internet, he has to pay royalties to the copyright owner; or else he will infringe
the performance right. The right has some limitations.48
It is unclear however, which rights are infringed by "Internet use." Professor Mark
A. Lemley criticizes this uncertainty in an article written in 1997. 49 He states that "[a]
single act of transmission or browsing on the Net can potentially violate all of the
exclusive rights listed in the Copyright Act ...""° He finds this unsatisfactory, and
suggests to impose one specific right of transference, to cover all Internet use. However,
the fact that several or all exclusive rights may cover the Internet uses, does not mean that
the protection is sufficient.
45
Id, 225.
46
Chung, supra note 30, 1361.
47
Id, 1365.
48
Martin, supra note 30, 745. See also 17U.S.C. §§ 106(6) and 1 14(d).
Mark A. Lemley, Copyright Owners ' Rights and Users ' Privileges on the Internet: Dealing With
Overlapping Rights on the Internet, 22 Dayton L. Rev. 547 (1997).
50
Id. 549.
12
(b) Fair use?
Fair use is "[a] privilege in others than the owner of a copyright to use the copyrighted
material in a reasonable manner without the owner's consent, notwithstanding the
monopoly granted to the owner.'
01 The determination is made on a case-by-case basis, and
there is a four factor test for deciding if fair use should be the solution: "the purpose and
character of the use ...; the nature of the copyrighted work; the amount and substantiality
of the portion used in relation to the copyrighted work as a whole; and the effect of the use
upon the potential market for or value of the copyrighted work."
When it comes to sound recordings and the Internet, two of these elements are
crucial. The first question is the effect of the use upon the potential market. Courts have
said that unauthorized Internet transmission of copyrighted works can have "significant
commercial impact sufficient to defeat a fair use argument.' When it comes to the
amount and substantiality of the work used, transmission of sound recordings will likely
represent perfect copies of whole works. This makes it hard to claim fair use in such cases.
However, the fair use doctrine is decided on a case-by-case basis, and the courts are free to
determine such use, so there might be cases were the use will be determined fair.
Copyright protection on the Internet has been questioned as a threat to free flow of
information. It is not a question of copyright or no copyright, because in many aspects
copyright and free information flow protects goals that are related to each other such as
prevention of tyranny, independence of the people, etc. 5 Copyright protection must
instead be balanced with the need for free flow of information. Copyright is an economic
incentive for performers and producers to create sound recordings, and thereby add to the
information flow. 35
51
Black's Law Dictionary 598 (6
th
edition, 1990).
52
17 U.S.C. section 107.
53
54
Law ofthe Internet, supra note 5, 5-23 to 5-24.
Hamilton, supra note 29, 622.
* In moral rights countries the copyright owner keeps certain rights even after transference of their
economic rights to others. Intellectual property works are viewed as a part of the author's character, which
he should have the right to protect.
13
3. Who are the infringers?
(a) Introduction
Another question that is difficult but important is who the defendant is. Should the service
providers be held responsible, the individual subscribers or the downloaders? Because
there are many participants, the plaintiffs can choose all defendants if there are no rules
that limit this access. There is also an economical consideration to this problem; who is it
most economically efficient to hold responsible for copyright infringement on the
Internet?
(b) Direct infringement
"Individuals directly commit copyright infringement when they violate any of the
exclusive rights of the copyright owner ..."*"
6 A U.S. court found that the defendant had
directly infringed the right to distribute and display pictures in Playboy Enterprises, Inc. v.
Frena.
57
Defendant operated a bulletin board service and displayed pictures that were
copyrighted by Playboy. The court said that the defendant was liable even though he did
not make the copies himself, and even though the evidence showed that the bulletin board
service provider did not take an active role in displaying the pictures and he might even
not have had any knowledge of the pages existence.
Persons, who upload and download copyrighted sound recordings without the
consent of the copyright owners, are direct infringers. The problem is that it is often
difficult to track those people down to recover damages from them. 58 This is why many
copyright owners seek to recover damages from Internet service providers. The service
providers however, have responded to this by saying that they have no way of controlling
what their users put out on the Internet, and thereby it is not fair to hold them responsible.
36
Morano, supra note, 1385.
57
Playboy Enterprises, Inc. v. Frena, 839 F. Supp. 1552 (M.D. Fla. 1993).
58
Segal, supra note 30, 125.
14
(c) Contributory and vicarious infringement
Contributory infringement is "[t]he intentional aiding of one person by another in the
unlawful making, selling or using of a patented invention.
"
?
' Contributory infringement
also comes up in copyright cases. In Religious Technology Center v. Netcom On-Line
Communication Services,60 the district court found that the Internet service provider was
liable for contributory copyright infringement. The evidence showed that it was likely that
the defendant had knowledge of the infringing pages. The court held that contributory
liability of Internet service providers should depend upon the level of knowledge and
participation in the infringing activity of the subscriber.
61
Yet the court denied the direct
infringement theory, and stated that it "would create many separate acts of infringement
and. carried to its natural extreme, would lead to unreasonable liability.
"
6:
Vicarious infringement is "[t]he imposition of liability on one person for the
actionable conduct of another, based solely on a relationship between the two persons. ,,(
There are few such cases, if any, which hold any party of an Internet infringement
vicarious liable.
59
Blacks Law Dictionary, 329 (6
th
edition, 1990).
Religious Technology Center v. Netcom On-Line Communication. 907 F. Supp. 1361 (N.D. Cal. 1995).
Boddie. supra note 15, 237.
~ See Religious Technology, 907 F. Supp. at 1369.
63
Black's Law Dictionary, 1566 (6
th
edition, 1990).
Chapter III
HISTORY AND DEVELOPMENT OF GATT/WTO AND THE TRIPS
AGREEMENT
A. The international aspect of the problem
1 . The international aspect of the Internet
As mentioned above, the Internet is a medium that rapidly transfers different kinds of
information on a worldwide basis. This means that if a copyrighted sound recording is
illegally placed on the Internet, it has instantly been made available for the whole world to
copy. No other medium has this capability. This means that copyright owners will loose
income, but also countries will loose money because of a negative effect on their balance
of trade.
64
In order to protect sound recordings from vast exploitation, the solution has to
be sought on an international basis. However, there is no international copyright law that
protects copyright owners from infringement all over the world. National law must apply,
and this brings the difficult question of which country's copyright law should be applied.
There is an undisputed axiom when it comes to copyright law that each state can hold that
only its own copyright laws apply within their territory and that no state can apply its own
laws in another country. ? However, the international copyright system is based on
international treaties that have set some minimum standards that the signatories should
apply to their national laws, so their national laws are coordinated.
66
Lately many
countries have shown a growing interest in harmonizing their copyright laws. 67 One result
of this increased interest is the TRIPS68 agreement.
International Intellectual Property Law, Anthony D' Amato and Doris Estelle Long eds., Kluwer Law
International, 2(1997).
5
Marc E. Mayer, Do International Internet Sound Recording Infringements Implicate U.S. Copyright
Law 9
,
15 The Computer Lawyer 5, 11 (1998).
International Intellectual Property Law, supra note 64. at 13.
67
Id at 9.
68
Trade Related Aspects of Intellectual Property Rights. TRIPS is a part of the WTO/GATT organization.
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2. Why the TRIPS Agreement is relevant
There are several reasons for arguing the problem in according to TRIPS. TRIPS is a pari
of the WTO, 69 which has 132 member countries. 70 The WTO itself calls the TRIPS
Agreement "the most comprehensive multilateral agreement on intellectual property." It
has implemented several already existing treaties and it cooperates with WIPO. '" Thus it
is perhaps the strongest multilateral agreement that covers this issue.
TRIPS contains both minimum standards and rules concerning enforcement and
remedies. Enforcement rules have been absent in international treaties until the TRIPS
Agreement. These rules will be discussed further in chapter V.
The WTO is the only international organization that handles copyright issues and
at the same time is in the position of having dispute settlement procedures. Whether or not
these procedures are capable of handling the challenge that the Internet represents will be
discussed in chapter V.
B. The history of GATT/WTO and the TRIPS Agreement
The development of a multilateral agreement dealing with trade started right after World
War II. The result was the GATT J , which functioned as a gathering of different tariff
arrangements. The core of the GATT agreement is for the "member" parties to negotiate
in order to limit tariffs. To make the tariff agreements as efficient as possible, the GATT
agreement tries to prevent the governments from using measures other than tariffs. From
1947 to 1994 GATT was the leading international multilateral treaty on tariffs and trade.
In 1986 a series of negotiations started to further develop what GATT started in 1947.
These negotiations are called the Uruguay Rounds. The negotiations ended with the
WTO stands for World Trade Organization, which is the Uruguay Round continuance of the GATT
agreement.
70 WTO, About the WTO (visited January 22, 1999)
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http://www.wto.org/htbin litimage'w to map=map°53 .33
WTO, An overwiev ofthe Agreement on Trade-Related Aspects ofIntellectual Property Rights (TRIPS
Agreement), (visited February 1 1999) http:WWW.wio.org/wto/intellec/intell2.htm
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The World Intellectual Property Organization. I will return to this in subsection D of this chapter.
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General Agreement on Tariffs and Trade
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creation of the WTO. which was finally established Januar\ 1. 1995. The WTO clearly
establishes an organization, as opposed to the GATT. and thereby the parties are called
member states. The WTO is a continuance of the GATT. and decisions etc, made by the
GATT are instructive for the WTO. The General Agreement consists of rules concerning
trade in products, trade in services,
74
and a treaty that deals with intellectual property,
which is the TRIPS 7 ^ agreement.
The GATT originally did not have many rules that concerned intellectual property.
Article IX, concerned marks of origin. Other than that, contracting parties could claim
intellectual property measures under article XX(d). which contains general exceptions. A
couple of cases concerning intellectual property have been brought up for the GATT
panels under this exception, but none of these were copyright cases. This led to a
concern during the Uruguay Rounds that if intellectual property were not properly
protected; it would represent a trade barrier and thereby prevent free trade. This goal is
mentioned in the preamble of the agreement and it must obviously affect the interpretation
of the agreement.
The implementation of intellectual property under the WTO organization was
debated during the Uruguay Rounds. Developing countries argued that the GATT's
mandate did not cover intellectual property, and they wanted WIPO to have exclusive
78
competence to handle intellectual property matters. One reason for this is that
developing countries have the opportunity to bar new suggestions in the WIPO votings,
which is not possible under WTO.
There were two aims of the intellectual property part of the Uruguay Rounds. 79
One was to make changes to intellectual property conventions that were already in
GATS, "General Agreement on Services"
"Trade Related aspects on Intellectual Property"
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Daniel Gervais, The TRIPS Agreement. Drafting history and analysis, 5-7 (Sweet & Maxwell 1998).
Martin, supra note 30, 759.
Alexander A. Caviedes, International Copyright Law: Should the European Union Dictate its
Development?, 16 B.U. Int'l L.J. 165, 184(1998).
Gervais, supra note, at 76 vii..
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existence at the time of the negotiations. The other was to create effective enforcement of
the intellectual property rights.
USA and Japan suggested that the new GATT agreement should contain rules
concerning intellectual property and enforcement of those rights. Fourteen negotiation
groups were established; one of those was the '"Negotiation Group on Trade-Related
SO
Aspects on Intellectual Property Rights, Including Trade in Counterfeit Goods . In
February 1987. the ministers of the negotiating countries agreed upon what the Uruguay
Round should cover when it comes to Intellectual Property matters.
The TRIPS Agreement was a result of the recognition that intellectual property has
a significant effect on international trade. If various countries have different measures
when it comes to protection of intellectual property rights it may constitute a barrier to
free trade, which the WTO seeks to avoid. TRIPS recognizes the need for protection of
intellectual property rights internationally as well as it tries to promote trade in intellectual
property goods.
C. TRIPS' position within the WTO
The Agreement Establishing the World Trade Organization, article II, section 2 states that
"[t]he agreements and associated legal instruments included in Annexes 1, 2 and 3 [....]
[are] binding on all members." The TRIPS Agreement is implemented in Annex 1C of the
WTO agreement, and is thereby binding on all members of the WTO.
80
Id. 10-12
81
Id, 12. "Identification of relevant GATT provisions and examination of their operation on the basis of
suggestions by participants for achieving the Negotiating Objective and of factual information by the
Secretariat as required. Initial examination of the specific suggestions and of procedures and techniques
that might be used to implement them. Examination of the matters to be dealt with in [the area of trade in
counterfeit goods] on the basis of the Group of Experts, of other work already undertaken in the GATT
and of papers by participants setting out their suggestions for achieving the negotiating objectives. Other
factual information as required. Consideration of the relationship between the negotiations in this area and
initiatives in other for a. Collection of information from relevant sources." And the ministers extended this
to include: ''If necessary, further examination of the specific suggestions and of the procedures and
techniques that might be used to implement them. Tabling of specific texts by interested participants, as
appropriate. Examination of these texts with a view to establishment of a common negotiating basis.
Negotiations on the basis established."
19
The TRIPS Agreement is unique for the WTO, because it has a set of minimum
standards as an attempt to try to limit the diversity of the national intellectual propern
laws among the different member states. The WTO agreement on the other hand, has its
focus on equal treatment between the member states. The Most Favored Nation Treatment
guaranties that all foreign member states are treated equally when it comes to importation
of products and services, and the National Treatment clause guaranties that foreign
products and services are treated as if they were domestic. These clauses are also a part of
the TRIPS Agreement.
As the first international organization, the TRIPS Agreement has gathered a range
of intellectual property branches: Copyright and related rights. " Trademarks, and
Patents.
8j The concern will be copyright and related rights, which are situated in TRIPS
part II. number 1.
Since the TRIPS Agreement is part of the WTO, the dispute settlement procedures
are available when it comes to disagreements in intellectual trade related issues. In
addition to this, panels and the Appellate Body can handle claims by one Member State
01
against another WTO member.
D. TRIPS and other copyright conventions/treaties
As of January 1. 1996 the WTO and WIPO 85 have agreed to cooperate. 86 WIPO is part of
the United Nations, and it has 171 member states. WIPO's concern is to promote
intellectual property protection internationally and to administer several intellectual
"
"Related rights" are the rights of performers, producers of sound recordings and broadcasting
organizations, http: \vw\v.wto.org./wto/intellec/intell2.htm , supra note 71
.
J
The TRIPS Agreement also contains certain special fields, such as industrial designs, geographical
indications, layout-designs of integrated circuits, protection of undisclosed information and control of
anti-competitive practices in contractual licenses.
Laurence R. Heifer, Adjudicating Copyright Claims Under the TRIPS Agreement: The Casefor a
European Human Rights Anology, 39 Harv. Int'l L.J. 357, 359 (1998).
WIPO stands for World Intellectual Property Organization.
WTO, Agreement between the World Intellectual Property Organixation and the World Trade
Organization, (visited January 22, 1999) http://www.wto.ore
87 WIPO, What is WIPO, (visited February 1, 1999) http://www.wipo.ore
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property conventions.
88
the Berne Convention and the Paris Convention among others.
The cooperation concerns "the implementation of the TRIPS Agreement, such as
notification of laws and regulations and legal - technical assistance and technical
cooperation in favor of developing countries."
90 The agreement is mostly one of
information exchange between the two organizations. But the relationship between the
two organizations goes further since the TRIPS Agreement also incorporates or refers to
four of WIPO's major agreements. During the Uruguay Rounds the negotiators looked at
each of the existing conventions and decided which elements should be implemented in
the TRIPS Agreement.
Q1
Parts of the TRIPS Agreement are new, but much of it is either
parts of the older conventions themselves, or modifications that clarify or restrict the use
of limitations from the four conventions.
9
Article 2(2)
J
of the agreement states that the member countries shall comply with
the existing obligations that each member has to one another under the Berne
Convention.94 the Paris Convention9
""1
and the Treaty on Intellectual Property in Respect of
Integrated Circuits.
6 The agreement also has references to parts of the Rome
Convention,97 but WTO members do not have any obligation to apply these rules. Article
20 of the Berne Convention states that agreements the parties enter into after the Berne
Convention cannot contravene with the obligations in the agreement. Thereby the TRIPS
88
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Gervais, supra note 76, 26-27.
* Part III of the TRIPS Agreement, concerns enforcement, and is completely new. So are the part IV and
the integration of the dispute settlement system.
Article 2(1) concerns the Paris Convention, which covers protection of industrial property. This
convention is not relevant for the solving of this problem. 1 will concentrate on the Berne Convention and
the Rome Convention.
94
Berne Convention for the Protection of Literary and Artistic Works (1971).
95
Paris Convention for the Protection of Industrial Property.
96
Treaty on Intellectual Property in Respect of Integrated Circuits ( 1 989).
International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting
Organizations (1961).
There is also a similar provision in article 19 of the Paris Convention.
21
Agreement can only give authors more extensive protection than the Berne Convention in
order to apply to article 20. The provisions in the Berne Convention that are not
implemented as part of the TRIPS Agreement still apply for the countries that arc part oi'
that Convention.^ which many of the WTO members are. The TRIPS Agreement must be
read in the light of the four conventions mentioned above and certain provisions of the
WTO agreement.
E. The scope of the discussion
Individually many countries are already protecting intellectual property works against
exploitation over the Internet. However, the International aspect of the Internet makes it
necessary to have copyright agreements on an international level. It is important that
countries at least have a common minimum level of protection, so copyright owners at the
least will be guarantied some protection. On the other hand the most difficult aspect of the
Internet is the problem of choice of law. since the uploading of a sound recording may
constitute several different infringements in several different countries.
The first question is whether the TRIPS Agreement as it appears today is capable
of dealing with the Internet in the case of sound recordings. The Rome Convention will
also be examined, because several of the WTO members may implement the standards
therein and this will effect the other members. There is also a question to whether WTO
also should implement the Rome Convention as mandatory for all its members. If neither
the TRIPS Agreement nor the Rome Convention provides protection against exploitation
of sound recordings at the Internet, should WTO implement the new WIPO Performance
and Phonograms Treaty?
99 /-*
Gervais, supra note 76, 46.
Chapter IV
TRIPS AND THE CHALLENGE OF PROTECTING SOUND RECORDINGS
FROM UNAUTHORIZED COPYING FROM THE INTERNET
A. Interpretation of the TRIPS Agreement and its implemented agreements
1 . Introduction
For most international "instruments" the interpretation of an agreement is a matter for
authorized national officials. This is due to the fact that there are no objective international
officials employed to take care of disputes between members. This may lead to skepticism
among the participating countries, because the agreements likely will be interpreted on the
basis of national interests and politics. However, the signatories to an international
agreement are obliged to interpret the agreement with thought of what it means to the
participating countries as a whole. This problem is much less of a concern when it comes
to the TRIPS Agreement, because of the access to the dispute settlement procedures that
the WTO offers its members. The DSU °" allows jurists to "clarify the existing
provisions of [TRIPS] in accordance with customary rules of interpretation of public
international law."
1 J
In the attempt to discover whether the TRIPS Agreement protects performers and
producers against exploitation over the Internet, the issue of protection of sound
recordings has to be addressed, because of the uncertain coverage in the TRIPS
Agreement. The core of the issue is that some countries, including the United States,
protect sound recordings as a copyright, while civil law countries protect certain aspects
under a separate "related rights" or "neighboring rights." This has been an issue of many
International Intellectual Property Law, supra note 64, 224.
101
I will return to Dispute Settlement in chapter V, G.
3
" Dispute Settlement Understanding. WTO's regulation of its Dispute Settlement. 1 will discuss the effect
of these procedures in chapter V, G.
IOj
Heifer, supra note 84, 364. Citing the Dispute Settlement Understanding of the WTO, article 3(2).
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debates when it comes to international copyright agreements. The main difference
between the two kinds of protection is that countries that handle protection of sound
recordings in a neighboring rights system generally have shorter terms and more
1 04
exceptions and conditions.
2. TRIPS and its coverage of the Internet exploitations
(a) General provisions and principles
The TRIPS Agreement came into effect January 1 1995. Article 65.1 states that
developing countries have an obligation to apply TRIPS from January 1, 1996. However,
developing countries have the right to an additional four years transformation period.
1 :
Least developed countries may delay their application for 10 years from the date of
application, and even ask the Counsel of TRIPS for another extension. This means that
still as of this writing many countries do not adhere to the TRIPS Agreement. Many of
these countries have traditionally flourished from piracy, counterfeiting and bootlegging,
and the Internet will make this even easier. The danger of this approach is that the access
to the Internet and an emerging culture of downloading music for free from the Internet
will make it hard to change this trend. It is important therefore; to supply developed
countries and least developed countries with information about copyright and the Internet,
to prepare them for what may come.
The members may decide in which way they want to implement into their legal
systems the obligations under TRIPS. 106 This will lead to different approaches to
copyright protection in the member countries, and may also lead to more conflicts than
necessary. On the other hand the choice of how to implement the standards recognizes the
differences of the legal systems, and makes it possible to implement the standards no
matter what law system a country has domestically.
International Intellectual Property Law, supra note 64, 103.
105
The TRIPS Agreement, article 64.2 and 3.
106
The TRIPS Agreement, article 1.1.
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The protection of sound recordings is placed within the chapter covering
Copyright, but it is treated more as a neighboring right under the TRIPS Agreement. This
is because article 14 specifically deals with the right of producers, performers and
broadcasters, while the traditional copyright is protected under the Berne Convention.
The Berne Convention does not cover sound recordings and will thereby not be the focus
of this presentation.
Within WIPO. sound recordings are protected under the Rome Convention, and
thereby treated as a "neighboring right/' TRIPS has some references to the Rome
Convention, 108 but it does not oblige the WTO members to implement this convention.
A reason for this may be the controversy of the Rome Convention. However, members
that are signatories to the Rome Convention will still be bound to this agreement, and
TRIPS shall not derogate from these obligations.
As mentioned earlier, all WTO members must apply the minimum standards of the
TRIPS Agreement.' 10 and treat nationals'" of other members in accordance to these
minimum standards. This assures that all member countries maintain a certain level of
intellectual property protection internally and between each other. However, this does not
prevent members from having more extensive protection than the TRIPS Agreement
provides,
1
" as long as they do not contravene the principles in TRIPS. If this article is
read in connection with article 3, which ensures national treatment, 1 Jt it may seem like
every member nation can claim the higher standards of another state. This is not correct
The TRIPS Agreement, article 9.
International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting
Organizations (the Rome Convention) (1961). This convention is under the guidance of WIPO.
http:''wwvv.wto.org'Wto/intellec/inteI12.htm
, supra note 82.
110 TRIPS article 1.1.
"When "Nationals" are referred to in this Agreement, they shall be deemed, in the case of a separate
customs territory Member of the WTO, to mean persons, natural or legal, who are domiciled or who have
a real and effective industrial or commercial establishment in that customs territory." The TRIPS
Agreement, article 1.3., footnote 1.
112 TRIPS article 1.1.
J
"National Treatment" means that a member state must not treat citizens of another Member State less
favorable than it treats its own members.
because the higher standards are only applicable for works with connection to the
particular state. "Each nation is [only] required ... to provide identical protection under its
domestic laws to both domestic and foreign rightsholders." The National Treatment
standard is subject to the exceptions in the implemented treaties, including the Rome
Convention.""^ When it comes to protection of sound recordings, the higher standards ol
individual members will not be efficient measures to protect against infringement. This in
because when it comes to performers, producers of phonograms and broadcasting
organizations, the national treatment only applies to the rights provided under the TRIPS
Agreement." 6 This shows the conflict between Anglo-American systems where protection
of sound recordings is viewed as a copyright, and civil law countries where this right is
viewed as "related rights" or "neighboring rights." The Rome Convention presents rights
that the TRIPS Agreement does not provide. By applying the national treatment clause
only to "related rights" under the TRIPS Agreement, the agreement is trying to be neutral
to the issue of whether or not the protection of sound recordings shall be viewed as a
copyright or a "neighboring right." The problem is that payment rights are thereby also
considered as a neighboring right in several countries. The result of this is that foreign
producers are not entitled to payments in these countries for the copying or use of sound
recordings. This has been fully criticized by the United States. A U.S. negotiator has said
that:
"[W]hile United States authors and/ or composers, who are covered under the national
treatment provisions of the Berne Convention, have been able to collect from the levy
founds. United States performers, record companies, and movie companies that are termed
'producers* in Europe have not.""
7
114
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The exceptions is situated in the Rome Convention article 15 and 16. I will discuss these in connection
with the interpretation of the Rome Convention in subsection B of this chapter.
116 TIRPS article 1(1).
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Gervais, supra note 76. 50.
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The National Treatment obligations are nothing new in intellectual property relations, and
have traditionally been the focus of many conflicts. By interpreting national treatment
narrowly, nations have held that their "new or extended rights" do not apply to foreigners
under the National Treatment Provision. This is less of a problem under the TRIPS
lift
Agreement, because it may be interpreted by the use of DSU. The National Treatment
provision must be supplied with minimum standards to ensure equal treatment, which is
done in the TRIPS Agreement."
9
by implementing the Bernie Convention and
supplementing with more rules as to the protection of producers, performers and
broadcasting under article 14.
TRIPS article 4 applies the Most Favored Nation principle to intellectual property
matters. This provision is included to make sure that no member country can offer a better
copyright protection than the agreement requires to one member and then to give the same
benefits to other members. The MFN clause implies that "... the grant of intellectual
property rights cannot be based on a requirement of reciprocity." " Imagine that a
member gives an advantage to another member in the form of a bilateral agreement. The
advantage does not fall under the National Treatment Clause because it is an exception or
it is inapplicable to the nationals in the countries concerned. The countries that are part of
the bilateral agreement are obliged to treat other countries in the same way.
1 " 1
This
principle is new in intellectual property relation, however in GATT such provision has
existed for years. It is implemented to "ensure uniformity of the multinational trade
environment." ~ The impact of the article is expected to be limited at least in the near
future, because it does not apply to advantages that were entered into before the WTO
came into effect. It is provided however, that these advantages are "notified to the Counsel
for TRIPS and do not constitute an arbitrary and unjustifiable discrimination against
118
The Dispute Settlement Understanding.
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International Intellectual Property Law, supra note 64. 239.
Caviedes. supra note 78, 194.
Gervais, supra note 76, 54.
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Id.
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nationals of other Members."
1 2j The MFN principle has been criticized because it may
work as an incentive not to implement higher protection than obliged. However, there are
exceptions for international agreements of a general nature and for the Berne and the
Rome Conventions. 124 Copyrights of performers, producers and broadcasting
organizations that are not provided for in the TRIPS Agreement is not subject to the Most
Favored Nation principle. 1 "^ If a measure, that is part of the Rome Convention, is subject
to an exception from the National Treatment provision, the members can not claim the
equal treatment by using the MFN. unless the measure is covered under TRIPS article
14.
126
This means that member countries that have implemented the Rome Convention can
not claim MFN treatment between them other than for the rights provided for in article 14
of the TRIPS Agreement.
Certain general goals are mentioned in the preamble, which pervades the whole
agreement, together with the objectives mentioned in article 7. The preamble is a very
important part of the TRIPS Agreement. Under the previous GATT agreement, the Panel
often looked to the preamble when the wording was unclear or when signatories
interpreted a provision differently.
1
" It establishes the goal of the agreement, which is to
"reduce distortions and impediments to international trade...." At the same time TRIPS
shall promote '"effective and adequate protection of intellectual property rights...." 129
These two considerations must be balanced. The third goal is to establish measures to
ensure enforcement of intellectual property rights, which are also to be balanced with the
promotion of free trade. This is an important part of the TRIPS. The mandate of the
" J
The TRIPS Agreement, article 4, subsection (d).
4
The TRIPS Agreement, article 4, subsections (a) and (b)
'"" The TRIPS Agreement, article 4, subsection (c).
1-6
Article 5 excludes the use of the National Treatment and Most Favored Nation treatment provisions
when it comes to international agreements that concerns procedures of "acquisition or maintenance of
intellectual property rights." The TRIPS Agreement, article 5.
'" Gervais, supra note 76, 37.
The TRIPS Agreement, preamble paragraph 1.
The TRIPS Agreement, preamble paragraph 1
.
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TRIPS negotiations is implemented in paragraph two and three.
1
"" The fourth paragraph
states that intellectual property infringement is a matter between the involved private
persons, not between states. However, if a state does not compK with its obligations
under TRIPS, it is a matter between the WTO states. Such a debate may invoke dispute
settlement and even trade sanctions.
ijl
Paragraphs five and six recognize the special needs
of developing and least developed countries, which have been embodied in an exception
to the obligation to adhere to the agreement from January 1, 1996. when it comes to these
countries. Paragraph 7 refers to the dispute resolutions while paragraph 8 confirms the
mutual relationship between WIPO and WTO, that resulted in the Agreement Between
The World Intellectual Property Organization and the World Trade Organization.
Article 7 can be used to limit one or more obligations under the agreement if there
is no proof of promotion of technological innovation or transfer and dissemination of
technology. This article emphasizes the importance of balancing the rights of the
copyright owner with the promotion, dissemination and transference of technology to the
advantage of the users. The goal is to increase the promotion of social and economic
welfare. This article may seem most fit for patents, since it deals mostly with technology.
However, its placement in part 1 contradicts this, and so do the references to "intellectual
property rights." Some commentators believe that this provision may be invoked
frequently.
J
" It is uncertain the use of the term "should" affects the provision so that it
does not extend to the reduction of "shalT articles. Article 14 is such a provision. If this is
correct, article 14 can not be limited by the use of this rule.
Article 8 allows member states to take measures concerning public health,
promotion of public interests etc. This might seem like a broad exception from the
obligations of the agreement, but the article is limited, because the measures taken must
comply with the provisions of the agreement. The article will mostly effect article 30, 31
Gervais, supra note 76, 37.
I will discuss this matter in chapter IV.
" Gervais, supra note 76, 64.
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and 40 of the TRIPS Agreement, which concerns Patents and Anti Competitive Practices
in Contractual Licenses. It may also be used in connection with copyright, although it
there are currently no examples of such use.
To sum up the most important aspects of the general provisions and principles the
member states are obliged to give other members National Treatment. There is no Most
Favored Nation standard for sound recordings. Article 14 must be considered under the
presumption that there shall be no hindrance of trade, and at the same time that the
protections shall be effective and adequate,
(b) TRIPS part II: Copyrights and related rights
Article 9.2 states that copyright protection under the agreement only extends to
expressions and not to "ideas, procedures, methods of operation or mathematical concepts
as such." This is a provision that clarifies an already well-established principle. Normally
copyright does not prevent others from taking the idea and making a creation based on the
idea. On the Internet the "demarcation between idea and expression becomes even more
abstract"
1 "5
and may lead to overprotection of works in Internet relations. The article can
be interpreted as an attempt to encourage protection for all forms of expression. 1 "
14
Yet in
order to be protected the work must also be original, " mere expression is not enough. In
this discussion however, it is a question about uploading songs without altering them in
any way. Because it is not an original work the transference from CD's to computer
readable signals is not part of the exception. The original sound recordings are protected
as original expressions in TRIPS article 14, and use of the work listed in this article
without the copyright owner's approval, will thereby constitute a copyright infringement.
TRIPS, through article 10, is the first multilateral copyright agreement that applies
protection for computer programs and compilations of data (databases). None of these
ljJ
Hamilton, supra note 29, 623.
lj4
Gervais, supra note 76, 78.
"Original" only means that it must have been created by the copyright owner. In some countries there
is a minimum level of creativity that has to be met in order to be protected as copyrighted work. However,
the standard is not hi°h.
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rights specifically address the problem of exploitation over the Internet. The fact that
compilations are protected does not mean that the copyright owner's rights in the original
works gathered will lose protection for their works. Therefor article 10 does not alter the
situation of the copyright owners of sound recordings if their work is placed on a database.
Commentators stress that the provision should specify that the contents of databases are
not protected as such.
136
It may seem from this article that the TRIPS is not attempting to address the
difficult issues of Internet's implication on copyright protection.
lj7 When one recalls that
the main objective of the implementation of article 10 was to restate what had previously
been uncertain under the Berne Convention, the implementation of such rule is not a
copyright revolution,
(c) TRIPS article 14
The TRIPS Agreement protects so called "neighboring" rights in article 14 of the
Copyright chapter. The subjects protected are performers, producers of phonograms and
broadcasting organizations. Only performers and producers of phonograms are the ones
that have interests in traditional sound recordings.
Article 14 presents mandatory minimum standards for all WTO members.
Subsection 6 refers to the conditions. limitations and exceptions of the Rome Convention,
but as mentioned earlier the WTO members are not obligated to adopt the rules under this
convention. By the implementation of the Rome Convention "the rights may be subject to
reciprocity
1 8
if the 1961 Rome Convention so provides ..." 139 as opposed to National
Treatment.
Charles R. McManis, Taking TRIPS on the information Superhighway': International Intellectual
Property Protection and Emerging Computer Technology : , 41 Vi 11. L. Rev. 207, 257 (1996).
™ld, 219.
"Mutuality. The term is used to denote the relation existing between two states when each of them
gives the subjects of the other certain privileges, on condition that its own subjects shall enjoy similar
privileges at the hands of the latter state." Black's Law Dictionary, 6 th edition (1990), 1270.
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Dorothy Schrader, Intellectual Property Provisions ofthe GATT 1994: The TRIPS Agreement,
Washington D.C. Congressional Research (1994), microfilm.
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Performers may prevent the fixation of live performances without their permission
and reproduction of such fixations.
14
" They may also prevent broadcasting of their
performance and communication to the public of their live performances. "Performers" is
not defined in the TRIPS Agreement, but article 3(a) in the Rome Convention states that it
covers "actors, singers, musicians, dancers, and other persons, who act. sing, deliver,
declaim, play in, or otherwise perform literary or artistic works." In case of doubt, this
interpretation will be a useful guidance. The "right to prevenf'-expression is taken from
the Rome Convention, where it has been interpreted as an allowance for each individual
country to implement the law in the way they choose, for example in criminal law. The
provisions do not give performers the right to prevent performances of sound recordings
as American Copyright Law does. Therefor in the event that a transmission of a sound
recording over the Internet may be said to represent a performance, artists will not be able
to prevent such transmission on the basis of the TRIPS Agreement. It is quite clear that
performers can not control copying of sound recordings from the Internet according to
TRIPS, unless it is an illegal recording of their live performance. The performers also
have the right to prohibit broadcasting of live performances by wireless means and
communication to the public of such performances. Music concerts have already been
transferred over the Internet, but not yet live. They have been sent with a small delay,
which means that the transferors had to make some kind of fixation of the concert before it
was sent. Performers however, are protected against unauthorized fixations of their
performance. There are no specifications though, and the application of the article in
Internet cases is uncertain. "Fixation" is not defined any where in the TRIPS Agreement,
neither is it defined in the Rome Convention. This makes the situation unclear whether the
right to fixation of performances covers "the unauthorized digital representations of
sounds in binary numbers that could occur without any initial sound having been
140
The TRIPS Agreement article 14.1.
141
Gervais, supra note 76, 96 and 98.
created."
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The right to prevent reproduction refers to "such fixations. '" It is not clear what
"such" means. Normally it would refer to what has been mentioned just before its
appearance, which in this case is "fixation of their unfixed performance." ' This seems to
mean fixation in any medium, but as mentioned this is not clear.
Producers have the right to "authorize or prohibit the direct or indirect
reproduction of their phonograms/' 144 Placing of music on the Internet without the
permission of the copyright owner will likely result in reproductions of the recording, and
thereby a violation of this right. However, there is no statement of what kind of copying is
to be considered as infringement. Does browsing on the Internet constitute copying under
the TRIPS Agreement? The TRIPS Agreement does not say anything about the act of
placing sound recordings on the Internet without the permission of the copyright owner.
TRIPS is also blank when it comes to the eventual liability of Internet access providers.
Article 14.4 of the TRIPS Agreement provides for a rental right for any
rightholders in phonograms. The provision refers to the computer program provisions in
article 1 1 . which means that the rental right does not apply if the phonogram was not the
essential part of the action. For example if the sound recording were part of a rental
movie. Earlier experiences have showed that rental of computer programs leads to vast
copying. There is also reason to believe that rental of sound recordings will have the same
effect, and therefor a similar right was provided for phonograms. An example in Australia
confirms this, where a record store rented out CD for customers specifically to copy. The
article provides the right owners a way to grant access licenses, which might also be a
solution for use with the Internet. However, it would stretch the rule too far to say that a
transmission over the Internet is just a mere rental.
14
" Martin, supra note 30, 761.
"In respect of a fixation of their performance on a phonogram, performers shall have the possibility of
preventing the following acts when undertaken without their authorization: the fixation of their unfixed
performance and the reproduction of such fixation." TRIPS article 14.1.
The TRIPS Agreement, article 14(2). Indirect reproduction is the act of recording a radio or television
program that playes a phonogram. Gervais, supra note 76, 99.
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The term of protection for both performers and producers is no less than 50 years
from the end of the calendar year when the making of the sound recording took place.
This is a considerable increase of protection compared to the Rome Convention, which
only protects sound recordings for 20 years from the fixation of the sound recording. The
starting point for this term is publication of the work, if the life of the author is not used.
The limitations to the rights in TRIPS part II, section 1, is presented in article 13.
The limitations shall only apply to certain special cases, which indicates that the members
should use limitations with caution. The article indicates that any substantial commercial
use of the sound recording will not provide for limitations or exceptions from the
provisions. "Ordinary commercial use would surely either conflict with marketing of the
work by the rights holder or would prejudice legitimate expectations of compensation for
use of the work."
146
The limitations in article 13 should give guidance of the interpretation
of limitations in the Rome Convention, if any of the limitations there should contradict the
TRIPS Agreement. In the case of sound recordings, the Berne Convention does not
apply, so article 14 and the Rome Convention can therefor not be restricted by article 20
of this convention. ' The copying of sound recordings from the Internet that are illegally
placed there will likely affect the market since it will reduce the expected income of the
copyright owners. It depends on how it is placed there however; it is unclear for instance
what "private use" is on the Internet. By not specifying this, the uses on the Internet may
be unreasonably limited, which again would reduce access to information. Too much
protection could cause the pendulum to swing too far in the other direction. TRIPS is
created to emphasize and encourage free trade. If such exclusion would be allowed under
article 13, this objective would be undermined.
145 The TRIPS Agreement, article 14.5.
146
Schrader, supra note 139.
Heifer, supra note 84, 380. This article refers to the Berne Convention, but there is no reason why this
principle should not also apply to the Rome Convention. If a country has implemented the Rome
Convention the limitations of article 13 should be taken into consideration while deciding which
limitations should be made.
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Gervais, supra note 76. 91
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The WTO Committee of Participants on the Expansion of Trade in Information
Technology Symposium will hold an Information Technology Symposium July 16. 1999.
The purpose is to have a debate about the latest developments in research and policy
trends when it comes to world trade and information technology. There is no indication
however, that the symposium will cover the copyright aspect of the information
technology problem,
(d) The Berne Convention
Commentators have generally criticized the Berne Convention for not having dispute
settlement procedures.
1 ^
Article 9.1 of the TRIPS Agreement brings the Berne
Convention articles 1 trough 21 and the Appendix in under the enforcement procedures of
TRIPS and WTO. This means that the Berne Convention is subject to dispute settlement
under the Dispute Settlement Understanding of WTO. When it comes to the protection of
producers, performers and broadcasting organizations "article 14 is expressed to the
provisions of the Berne Convention." 1 ^ In order for a work to be protected under the
Berne Convention, the work must be fixed in a material form. ^ Article 2.1. concerns the
scope of the protection, which is "literary and artistic work." There is a clear distinction
between the performer's rights in sound recordings and their rights in musical
compositions and the wording to songs. Berne does not protect the sound recordings
themselves, just the works behind the music and wording. 1 ' 3 Therefor TRIPS article 14
has rights concerning sound recordings, and it opens for the use of the Rome Convention
to supplement article 14.
Article 14.6 states that article 18 of the Berne Convention now apply to the rights
of producers and performers. This article seems to open for protection of sound recordings
WTO, Information Technology Symposium, (visited June 20, 1999)
http://www.wto.org/wto/nevv/itintbnotJum
International Intellectual Property Law. supra note 64, 14.
1
Michael Blakeney, Trade Related Aspects of Intellectual Property Rights: A Concise Guide to the
TRIPS Agreement, Sweet and Maxwell (1996), 45-46.
152
The Berne Convention (1971), article 2.2.
15j
Martin, supra note 43, 753.
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even if they were in the public domain in the country that recently joined the
convention.
B. The Rome Convention and the Internet
1. Introduction
The Rome Convention came into force May 18. 1964. It was the first convention dealing
with the rights of performers, producers and broadcasting organizations (neighboring
rights). The Convention has 61 members. 1 ^ but 29 of these have become members during
the 1990s. However, many nations already had domestic legislation in accordance to the
Rome Convention. One of the criticisms has been that the protection of performers is
placed in the same convention as the one of producers and broadcasting organizations.
Some countries think that performers should be granted more protection than producers
since producers normally are in position of greater bargaining power. Implementation of
the Rome Convention is not mandatory for WTO members. 3 However, the agreement is
important because it is in effect between the WTO members that have implemented it into
their national law, and it is the background for the protection of sound recordings under
the TRIPS Agreement article 14. One result of this is that it "opens the door to demands
for reciprocity, rather than national treatment, with respect to payments for equitable
compensation for public performances of sound recordings in countries that adopt such a
system." This means that a member country "can only withdraw the funds if the
withdrawing country has a performance right in sound recordings for foreign nationals.
"
I:>9
Thereby it is an incentive for all countries that export more works than they import to join
the Rome Convention.
154
Id, 751. (Congr. Research.)
155 As of May 31, 1999. WIPO, Contracting parties oftreaties administered by WIPO, (visited June 22,
1 999) http://www.wipo.int/eng/retific.-Tv-rome.htm (6/22/99 1 1 :53 AM).
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Caviedes, supra note 78, 175.
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See the use of "may" in the TRIPS asreeement article 14.6.
International Intellectual Property Law, supra note 64, 280.
159
Id, 106.
36
2. Does the Rome Convention cover protection against exploitation at the Internet?
Article 4 states which performances are protected when it comes to performers. Each of
the contracting countries have the obligation to grant National Treatment
6
to performers
if one of three conditions is met. If the performance takes place in another Contracting
State, the state has to grant National Treatment to the performers. The other two options
are if the performance is recorded in a phonogram that is protected under article 5, " or is
carried by a broadcast that is protected by article 6. The broadcasting must be broadcast by
a broadcasting organization that has its headquarters in a Contracting State or transmitted
from a transmitter that is situated in a Contracting State.
6j The Convention concerns
international relations, as the wording "in another Contracting State" indicates. As
mentioned in connection with the interpretation of article 14 of the TRIPS Agreement, the
National Treatment only applies to the TRIPS Agreement, and not to the Rome
Convention. However, the National Treatment provided for in article 4 of the Rome
Convention applies to performers if both states have implemented the Rome Convention.
The minimum rights that a Signatory State is obliged to give performers are
mentioned in article 7. In reality a performer has the right to decide if he wants to
perform or not, by choosing whether to appear on the stage or in the studio. The
performers are granted a right to prevent certain exploitations of the performance. It is
the same wording as in the TRIPS Agreement article 14. In practice however, it is not
very likely that a performer would prevent others from using his performance. The
article gives the performer a chance to get remuneration for the use of his work. 164 The
performer may prevent broadcasting to the public of his performance without his
"Performers" is defined in article 3 (a) as "singers, musicians, dancers, and other persons who act, sing,
deliver, declaim, play in or otherwise perform literary or artistic worksf]"
National Treatment is defined in article 2 of the Rome Convention.
"
I will return to the interpretation of article 5 below.
' The Rome Convention, article 6. 1 (a) and (b). If the Contracting State notifies the Secretary-General of
the United Nations, it may choose to demand that both (a) and (b) should be satisfied in order to protect
broadcastings.
164
World Intellectual Property Organization, Guide to the Rome Convention and to the Phonograms
Convention, World Intellectual Property Organization (1981), 35.
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consent. "Broadcasting" is defined in article 3 (f) as "transmission by wireless means lor
public reception of sound or of images of sounds." As it concerns the Internet, the
discussion would be the same as under TRIPS. It is quite clear that performers can not
control transference of traditional sound recordings on the Internet by using article 7.
unless it is a transmission of a live performance.
i6 ~ The Rome Convention expressk
limits the right to prevent broadcasting and communication to the public when it is made
from a fixation. At the moment this will represent a hindrance for using the article to
protect from exploitation of sound recordings over the Internet, because it is not possible
to transfer a live concert directly. This will change soon with improved technology that
already exists. As mentioned in connection with TRIPS article 14.1 fixation is not
defined in the Rome Convention, which makes it uncertain whether or not transference
into a computer readable format will constitute fixation. "Communication to the public"
as mentioned in article 7.1(a), means that the performance is communicated to the public
by speakers or by wire. 166 The public is not present at the live performance. This is
implemented to cover such uses as sending of live performances to the public at a bar
etc. It does not apply to transmission over the Internet.
There are four exceptions to the rights of the performers: 167 1 . If the performance
has already been broadcast it is controlled by national law. 2. A fixation is broadcast. 16
It must be a fixation that is permitted by the performer; or else it would be covered
under article 7.1(b). There is a legal fixation, but the performer has not agreed for it to
be uploaded to the Internet. According to article 7.1(a) of the Rome Convention such
broadcast or communication to the public is exempted from the right to prevent, and the
Convention will thereby not protect such use on the Internet. There is no such exception
in TRIPS article 14. 3. If the performance is a broadcast performance (live broadcast).
See discussion in chapter IV A.
Guide to the Rome Convention and to the Phonograms Convention, supra note 164, 36.
167
Id.
"It might be an ephemeral recording ..., a commercial disc ..., or a recording made for broadcasting
purposes ..." Id
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4. When the communication is from a fixation (for instance a jukebox). Such
communication is comparable to the way the Internet works. Some commentators even
refer to the Internet as a worldwide jukebox. The Internet differs however, in the sense
that it is possible to make copies easily and inexpensively. Another aspect is that it is not
transferred to a crowd in a bar. but to the whole world. Such use is exempted from the
right to prevent in article 7.1(a). which excludes its use on the Internet. There is no such
exemption in TRIPS article 14.1
.
The performer has the opportunity to prevent bootlegging.
16 The exact same
right is presented in the TRIPS Agreement article 14.1. This means that any recording of
an artist's performance requires his permission, or it will constitute an infringement. It
may cover the transformance of a live performance into computer readable language.
However, as mentioned under the discussion of TRIPS article 14.1 "fixation" is not
defined anywhere in the Rome Convention.
Article 7.1 (c) gives the performer the right to prevent reproduction of his
performances under three circumstances. 1 . If somebody records his performance
without his consent. Article 7. 1(c) states that reproduction is an infringement if the
original fixation was made without their consent. This means that reproduction of the
bootlegged recordings that are illegal under 7.1(b), also is illegal. It is uncertain
however, what constitutes a reproduction when it comes to the Internet. This should be
specified, because it may determine whether or not Internet use is illegal. This is the
only one of the three circumstances that is also covered in the TRIPS Agreement. 2. The
use differs from the use the performer permitted. 3. If the recording was made in
accordance to the exemptions in article 15, for instance private use, but the
reproductions is not in accordance to these exemptions. Internet transmission of sound
recordings may constitute a reproduction in at least two aspects: making the fixation into
169
The Rome Convention, article 7.1 (b).
a computer readable sound recording and when web-browsers makes temporary or
permanent copies from the Internet. In addition 7.1(c) (ii) and (in) states that
reproductions originally accepted by the performer, but that were done with different
purposes than the performer accepted, are illegal. This may create a need for contract
interpretation when it comes to Internet uses. If there is no contract or if there are
ambiguities in the contract, one will have to look to traditional contract law
interpretation, as to the intent of the parties.
Article 7.2. limits the protection given in article 7.1 when it comes to relations
between performers and broadcasting organizations. The rights provided for in article 7
may be limited or due to exceptions permitted in the Convention.
The National Treatment provision for producers of phonograms is codified in
article 5. Contracting States shall grant National Treatment if the copyright owner is a
national of a Contracting State, or the recording of the sound was made in another
Contracting State, or if the phonogram was first published in another Contracting
State.
170
This means that members of the TRIPS Agreement that has applied the Rome
Convention have to provide National Treatment to each other under these conditions.
Article 10 provides the right for producers to prohibit or authorize direct or indirect
reproduction. This is the exact same wording as in the TRIPS Agreement article 14.2. 1
However, in TRIPS the rights of the producers is limited to reproduction, whereas the
Rome Convention grants a right to remuneration if a phonogram is broadcast or
communicated to the public. 17 Secondary usage of records means that broadcasting and
communication to the public of records shall give the producer, the performer or both of
them the right to collect remuneration. The producers are not the only receivers of this
right though. Performers may also be paid either in addition to the producers or instead
If a phonogram is published in a Contracting State within thirty days, it shall be considered as first
published there. The Rome Convention article 5.2. A Contracting State may also declare that it will not
apply either the publication alternative or fixation. The Rome Convention, article 5.3.
171
Se discussion of 14.2 above.
1 2 The Rome Convention article 12.
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of the producers. There is no specific equivalence in TRIPS article 14: however, the
rights granted in TRIPS will often result in some sort of fee pu\ able to the copyright
owners. Remuneration for the use of a sound recording in the Internet environment may
be a solution to the problem of getting paid and reduction of the copyright owners loss
of income. Still there will be people that upload sound recordings to the Internet without
the copyright owner's permission. In these cases a right to claim remuneration for the
use will not be enough to create a stable and effective protection. In addition to this there
must be some kind of exclusive rights granted to the copyright owner, so he will be able
to prevent Internet exploitation.
There are no border measures that oblige a signing state to confiscate infringing
goods at the border. 17" It is up to each state to provide such measures. However, in the
Internet environment there are no borders and border measures will not contribute to the
protection from Internet exploitation.
The rights to secondary uses presented in article 1 2 are. according to WIPO, the
most important provision in the Convention. 1
4
However, the article may be excluded by
the signatories fully or in part. By making use of one of the exceptions in article 16,
signatory states may avoid the article in full. Article 12 itself allows the signatory
countries to choose who should get monetary compensation for the use of records. It
does so by using the wording "shall be paid by the user to the performers, or to the
producers, or to both." The Contracting States also have the opportunity to implement
rules of the shearing of the remuneration between the parties involved, when there is a
lack of agreement. These provisions present a lot of alternatives spanning from both
parties getting their share according to the law, to the other side where there is no
protection of the right to get paid for secondary uses. There are three conditions to the
payment. 3 The article requires that the phonogram was published, which according to
J Guide to the Rome Convention and to the Phonograms Convention, supra note 164, 43.
174
Id. 46.
,7V,47.
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article 3 (d) means that there must be an "offering of copies to the public in reasonable
quantity ..." In addition to this the publication must have been for commercial purposes.
It is the person that made the decision to broadcast or communicate the recording to the
public that is obliged to pay according to the law. If these provisions were to be
applicable to Internet situations, it would have to specify who the "'decision maker" is. Is
it the uploader. the Internet access provider, the bulletin board owner etc°
Rebroadcasting
176 however would not constitute a "direct use" in the meaning of the
law. The uses that the decision maker must pay for is broadcasting ' or communication
to the public.
178
This provision does not find its counterpart in the TRIPS Agreement.
Under TRIPS article 14.1 performers only have the right to prevent broadcasting of their
live performances, which does not cover secondary use. The producers only have the
right to prevent reproductions of their phonograms according to TRIPS article 14.2.
Article 16 gives the signatories the right to impose certain conditions to article 12,
which makes the Rome Convention less effective since it will reduce the royalties that are
paid between states. This undermines the reasoning behind the WTO. to promote free
trade. The National Treatment standard under TRIPS is subject to the limitations in
article 15 and 16 of the Rome Convention. The reservations' may only concern article 12
and 13. For our purposes the Contracting States may only reserve themselves from
secondary uses. These exceptions concern the right not to apply article 12 at all or just
I o 1
partially. The exceptions may also limit the payments to producers that are nationals in
one of the Contracting States. One state may lower its protection to the level of another
Contracting State so that it is the same as the protection offered by that state. 1 2
See definition in the Rome Convention, article 3(g).
See definition in the Rome Convention, article 3(f)-
"Communication to the public" is defined under the interpretation of article 7 above.
In international convention relations the term "reservation" means "a formal declaration made by a
state when it joins a treaty [...] A reservation is external to the text of the treaty and is an attempt to alter
the negotiating package." Itnternational Intellectual Property Law, supra note 64, 226.
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The Rome Convention, article 16.1(a)(i).
The Rome Convention, article 16. l(a)(ii).
The Rome Convention, article 16. l(a)(iv).
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According to article 15.1 any of the Contracting States may provide for exceptions
to the provisions of protection that the Rome Convention implements. The uses are limited
to ways that does not constitute any commercial exploitation in any way. Private use.
news reporting, fixation for broadcasting organizations which allows for time delays etc..
and use for teaching or scientific research. Article 15.2 expands the access to apply
provisions that are set out in national law to limit copyright. This enhances the danger of
greater diversity among the Signatory States, which decreases the actual level of
protection internationally. It may also affect Internet uses, because there might be
limitations that change the coverage. There is no limitation saying that the exceptions
must not contravene with the principles in the Rome Convention, which is a weakness in
this Convention because limitations may be implemented that contradict the Convention's
intentions. However, only the compulsory licenses that are permitted in the Rome
Convention are accepted.
The duration of the copyright protection under the Rome Convention is twenty
years. This is a minimum requirement and each Contracting State may provide longer
terms. However, according to the TRIPS Agreement the duration is fifty years. The longer
duration of the TRIPS Agreement will apply for all WTO members, only for the
I RS
protection spelled out in the TRIPS Agreement. ' For the provisions that are more
extensive than TRIPS in the Rome Convention, only a twenty-year protection is provided
for. However, countries may individually increase the protection beyond this minimum
level.
The Rome Convention does not provide performance rights in sound recordings.
This is the major reason that the United States has not joined the Convention. If the
transference of sound recordings over the Internet can be held to be a performance, the
Rome Convention does not (and neither does TRIPS) cover this alternative.
The Rome Convention, article 15.2., last sentence.
The Rome Convention, article 14.
See TRIPS Agreement article 14.5 "the term of the protection available under this Agreement ..."
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When interpreting the Rome Convention one has to keep in mind that none of the
provisions should limit the protection ofliterary and artistic works.
1Sh
This might limit the
Rome Convention to a certain degree because the composer and lyric writer of a song has
rights that might affect the rights in sound recordings. When it comes to transmission over
the Internet, these copyright owners also have an interest in the exploitation. However,
these literary rights are to be protected under the Berne Convention, which will not be
discussed.
Article 24 states that the Rome Convention is only open for members of the Berne
Convention or the Universal Copyright Convention. There might be WTO members that
are not members of any of those conventions, but since the TRIPS Agreement has
implemented the Berne Convention, this provision is fulfilled. The reason behind article
24 was to ensure that no country implemented neighboring rights without having proper
copyright protection.
The Rome Convention has been criticized because it has never been
modernized. The Convention is unable to protect against exploitation of sound
recordings on the Internet. The Convention contains provisions that extend the rights
compared to the TRIPS Agreement, but still it lacks the ability to afford sufficient
protection in the next millennium.
C. Copyright protection and the Internet according to TRIPS and the Rome
Convention
The TRIPS Agreement and the Rome Convention do not have any specific articles that
clearly protect sound recordings from exploitation on the Internet. The TRIPS Agreement
does not implement the exceptions that the Rome Convention does, so in some events it
might be more protective than the Rome Convention and, the reverse might also be true.
The Rome Convention, article 1.
187
Martin, supra note 1 87, 754.
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However, both conventions leave open several important questions for the Internet
protection to be effective.
WIPO has addressed the Internet problem in two recent Copyright Conventions.
The question is whether or not the WIPO Performances and Phonograms Treaty is
efficient in providing protection from exploitation of sound recordings on the Internet. If
so. should it be implemented into the TRIPS Agreement, and is such an implementation a
realistic step?
Chapter V
WIPO PERFORMANCES AND PHONOGRAMS TREATY
A. History of the WIPO Performances and Phonograms Treaty
Since at the moment there is doubt to whether the TRIPS Agreement or the Rome
Convention provides any protection when it comes to exploitation of sound recordings on
the Internet, copyright protection is to be sought elsewhere. The Internet and its impact on
copyrighted material was one of the issues of a United Nations Conference held by the
World Intellectual Property Organization (WIPO). The conference started in December
1996 and lasted three weeks with 160 delegates participating. Three treaties were
presented and discussed: however, as of today only two of these have been adopted,
namely the WIPO Copyright Treaty and the WIPO Performances and Phonograms Treaty
(the Treaty). The conference was an attempt to resolve the issues of digital technologies
and mainly the Internet. Another goal of the conference was to change existing copyright
legislation to comply with the TRIPS Agreement. 188 The treaties have been viewed as "the
most critical changes in copyright law seen in the past 25 years ..." It is also said to be
able to "encourage creators to disseminate their works over the Internet." 1 ° The
conventions cover issues as "digital recordings, satellite broadcasts, and Internet
transmissions." The idea and goal behind the treaties was to find "a balance between
fostering both the growth of the Internet and the free flow of information while respecting
the interests of intellectual property holders". The treaties give the copyright owners
control over "[...] the interactive transmission of their works through media like the
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David L. Hayes. Advanced Copyright Issues on the Internet, 7 Tex. Intell. Prop. L.J. I (1998), 9.
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Morano. supra note 8, footnote 20, 1376.
I9<V
191
Susan A. Mort, The WTO, WIPO & the Internet: Confounding the Boarders ofCopyright and
Neighboring Rights.8 Fordham I. P., Media & Ent. L.J. 173 (1997), 175.
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Internet."
192
They make sure that copyrights that all ready exist also concern new
technology and new media. New technology made to secure copyright owners against
unauthorized uses shall be protected. There are also new measures concerning licensing of
music presented in the new media.
These new treaties show that WIPO still will remain as an important intellectual
property convention even after the creation of WTO and TRIPS. However, since WIPO
has been criticized in the past for the lack of dispute resolution procedures and the lack of
minimum standards for enforcement, the question becomes whether or not the new treaties
should be implemented in the TRIPS Agreement and if this is a likely step. First the WIPO
Treaty must be interpreted to see if it offers adequate means to protect against exploitation
at the Internet.
B. Does the WIPO Performances and Phonograms Treaty cover the exploitation of
sound recordings on the Internet?
There is no type of agreement between the Treaty and the Rome Convention, which is the
Treaty's "source".
19 "1
Still there are many similarities between the two. The balancing
between interests is codified in the preamble, where it is said that there is a need to
maintain the balance between "the rights of performers and producers of phonograms and
the larger public interest, particularly education, research and access to information".
There is no similar provision in the preamble of the Rome Convention. However, the
Treaty shall not derogate from obligations under the Rome Convention. 194 It is also
important to be aware that the Treaty's article 2 redefines words that were defined in the
Rome Convention article 3. The Treaty provides for National Treatment for all its
signatories,
3
in the same manner as the Rome Convention and the TRIPS Agreement.
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Rosen, supra note 19.
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Mort, supra note 191,205.
The WIPO Performances and Phonograms Treaty, article 1(1).
WIPO Performances and Phonograms Treaty, article 4. See National Treatment in chapter IV A.
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Chapter II of the Treaty lists the rights provided to the performers. Performers are
defined in article 2(a), which is more or less the same as in the Rome Convention article
3(a).
I% The rights are: moral rights.
147
economic rights of the performer's unfixed
performances,
198
right of reproduction.
|W
right of distribution." right of rental." and the
right of making fixed performances available." " The protection of performers are clearly
much more extensive than that of the TRIPS Agreement article 14 and that of the Rome
Convention article 7, which both only protect against bootlegging and broadcasting or
communication to the public of their live performances. Performers are granted a right to
control any kind of reproduction of fixed performances and the right to authorize the
distribution of such fixations. The Treaty's article 9 presents a rental right, similar to that
found in the TRIPS Agreement. 20 ""
According to article 5, the performer is granted certain moral rights. Neither the
Rome Convention nor the TRIPS Agreement provides for such rights. The TRIPS
Agreement even specifically excepts the moral rights provided for in the Berne
Convention. There is disagreement internationally to whether or not moral rights should
be implemented, and the TRIPS Agreement avoided the controversy by expressively
excluding moral rights. However, the TRIPS Agreement allows its members to provide for
more extensive protection, and thereby opens up for moral rights on a national level. 04
The Treaty provides for the right to be "identified as the performer of his performances" 2
and to object to changes of his performances in the order of '"distortion, mutilation or other
The only difference is that interpretation is included as a way of performance and that expressions of
folklore is added, none of which is important for our purposes.
1 WIPO Performances and Phonograms Treaty (1996), article 5.
198 WIPO Performances and Phonograms Treaty (1996), article 6.
199 WIPO Performances and Phonograms Treaty ( 1 996), article 7.
200 WIPO Performances and Phonograms Treaty (1996), article 8.
201 WIPO Performances and Phonograms Treaty ( 1 996), article 9.
202 WIPO Performances and Phonograms Treaty (1996), article 10.
203 The TRIPS Agreement, article 14.4.
204
The TRIPS Agreement, article 1.1.
2Cb WIPO Performances and Phonograms Treaty (1996), article 5(1).
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modification"
206
if it is harmful to his reputation as an artist. This provision reflects on
how easy uploading on the Internet is. and that the material can be changed with a few-
clicks of the mouse and distributed for the whole world to listen. The sound recording is
available for playing in a simple medium that can also be used to change the whole work.
The idea in the case of Internet is that if the sound recording is not identified, it represents
an infringement and the artist can ask for sanctions against the infringing web page. If an
uploading has taken place illegally, it is likely that the owner of the web page is not
careful when it come to naming the performers. One has to keep in mind however, that
article 5 is not limited to nor specified to concern Internet matters.
The economic rights of the performer of unfixed performances are provided for in
article 6 of the Treaty. It provides the performer with the right to authorize broadcasting
and communication to the public of such performances and to the fixation thereof.
Contrary to the TRIPS Agreement and the Rome Convention," it is a right to authorize
not to prevent. The TRIPS Agreement and the Rome Convention have both been criticized
for not providing a right to authorize. They give performers a limited right compared to
the right of the producers of phonograms, who in both conventions have the right to
authorize. The Treaty's article 6 is basically a right for the performers to be compensated
for the use of their live performances. In the case of Internet use, transference of live
performance without first making a fixation may be possible in the near future without the
loss of quality. However, this provision is not specified to concern Internet issues.
Article 7 provides the performers with the right to authorize the reproduction of
fixed performances. This section seems to cover any fixation, as opposed to the TRIPS
Agreement and the Rome Convention, which only grant the right to prevent reproduction
of bootleg recordings. The Treaty thereby also covers piracy and counterfeiting, which
should represent the most common transfer of sound recordings over the Internet.
206 WIPO Performances and Phonograms Treaty (1996), article 5(1).
The Rome Convention however, provides a right to remuneration when a sound recording is
broadcasted or communicated to the public. See the Rome Convention article 12.
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According to the Agreed Statements Concerning the WIPO Performances and
Phonograms Treaty (Agreed Statements) this right '"fully appl(ies) to the digital
environment ...." This statement makes it clear that the Treaty applies to the Internet.
However, the Agreed Statements are not binding since they have not been adopted
unanimously by the WIPO members. 208 Uploading of a sound recording to the Internet
constitutes an infringement if no permission has been granted by the performer.
Downloading of such recording will be considered as reproduction, and thereby a
copyright violation. Since the Agreed Statements are not binding, they may represent a
hole in the coverage, because just as the other rights they are not specified to concern the
Internet. However, the Preamble states that one of the motivations for the making of the
Treats was to recognize the "profound impact of the development and convergence of
information and communication technologies on the production and the use of
performances and phonograms." The Agreed Statements apply this right to the digital
environment, which confirms that Internet use may be considered a reproduction. By
doing this, the Treaty codifies a matter that has been uncertain so far. Many countries have
already made such a specification in their domestic laws, which increases the likelihood of
appliance to this rule. The same statements underline that storage of sound recordings in
digital form on the Internet is to be considered as reproduction. There has been a lot of
writings concerning the issue of whether uploading of a copyrighted work should be
considered as reproduction or not. However, the Treaty does not solve the issue of
whether a temporary copy in RAM 209 constitutes a reproduction. This has traditionally
been an issue of great concern, which all the cases in American Courts confirm. Being
aware of this problem, the WIPO delegation should have been more specific. Suppose that
an occasional web-browser accidentally comes up with an illegal sound recording and that
Mark S. Torpoco, Mickey and the Mouse: The Motion Picture and Television Industry 's Copyright
Concerns on the Internet, 5 UCLA Ent. L. Rev. 1 (1997), 58.
Random Access Memory, used to temporary store information on a local computer when browsing on
the Internet.
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is considered a copyright infringement. It may impact the public use of the Internet, which
is the balancing counterpart to copyright protection according to the Preamble.
The performer's distribution right is a new contribution in this treaty." The
copyright owner has the right to make original sound recordings and copies thereof
available, provided that they were fixed in phonograms that were for sale. According to
this provision, the act of uploading of a sound recording on to the Internet without the
consent of the copyright owner may be considered as a copyright infringement. This
covers both original and illegal copies of the work. The distribution right will cover
uploadings that may not constitute a violation of the reproduction right, but it may also
overlap with that right. However, subsection (2) gives each of the Contracting Parties the
right to place conditions on this right. The first sale doctrine is mentioned as an example
of exceptions, which will limit the right to distribute when the uploaded sound recording is
a legitimate copy. According to the first sale doctrine the performer looses the right to
secondhand distribution of a legally purchased copy.
The rental right in article 9 is similar to article 1 1 in the TRIPS Agreement. As
mentioned in connection with that article the right is not very applicable when it comes to
uploading to the Internet. However, article 10 seems to specifically cover the right to
publish a sound recording on the Internet, because it covers use that is chosen in time and
place by the individual which is how the Internet works as opposed to a radio show, where
the individual does not decide when and what songs to be played. This right seems to
overlap the distribution right; however, the right to first publication may constitute a
valuable right to the performer, and this article specifies such a right. This covers what has
traditionally been a bootlegging problem, where an artist has been deprived of a fixed
unpublished performance. The article is not limited to protection of first publishing it also
covers piracy and counterfeiting. As opposed to the other rights provided for by the
Treaty, this article clearly specifies that it concerns uses on the Internet.
210 WIPO Performances and Phonograms Treaty (1996), article 8.
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The producers are granted rights in chapter III of the Treaty. The rights cover
reproduction,
2
" distribution,
2 1:
rental.
21 '1
and publishing of phonograms to the public."
All articles are identical to the equivalent rights granted to the performers. The differences
are that producers are not granted economic rights in unfixed performances, which is
natural due to the fact that producers are not performing. They are also not granted moral
rights. The fact that the rights to reproduce, distribute, rent and publish is given to both
performers and artists means that in practice these rights will be a matter of contract
between the parties. A contract is usually signed with the recording company at a time
when the artist is not yet famous. The artist may transfer his legal rights to the producer
since the producer usually has stronger bargaining power than the artist. The artist is
usually thrilled by the fact that he is getting a record deal, and does not consider the vast
rights he gives the producer by signing the contract. The use of contracts will limit the
performers' rights in practice.
Article 1 5 provides both producers and performers with the right to equitable
remuneration for the broadcasting or communication to the public of their sound
recordings. This right is very similar to the right to secondary uses presented in article 12
of the Rome Convention."^ As opposed to article 8, this is the right to receive
compensation for the use of sound recordings that are fixed and published for sale,
whereas article 8 provides a right to authorize broadcasting or communication to the
public of unfixed performances. As discussed, previously remuneration may be one
solution to the Internet problem.
There are limitations to the preciously mentioned rights in article 16 of the Treaty.
Contracting Parties may limit the scope of the sound recording rights to the same
measures as domestic law applies when it comes to copyright of literary and artistic
211 WIPO Performances and Phonograms Treaty (1996), article 1 1.
'" WIPO Performances and Phonograms Treaty (1996), article 12.
WIPO Performances and Phonograms Treaty (1996), article 13.
14 WIPO Performances and Phonograms Treaty (1996), article 10.
See the interpretation of this article in chapter IV B.
works. This opens up such limitations as fair use. However, the limitations or exceptions
shall be limited to special cases and shall not conflict with a normal use of sound
recordings nor prejudice the legitimate interests of the performers or the producers. The
Agreed Statements specify that this article applies to the Internet. It has been questioned if
the American construction of fair use as a defense to copyright infringement is applicable
to the Internet. This provision clarifies this issue by saying that it is applicable. By
accepting limitations to copyright on the Internet this nullifies the fear of overprotection
on the Internet. However, since this is a national matter and the guiding lines are few as to
how to limit the copyright, the diversity between members may be fluent.
The term of protection is the same as with that of the TRIPS Agreement, namely
50 years. This shows the acceptance of the TRIPS Agreement in the WIPO environment.
C. Should the WIPO Performances and Phonograms Treaty be incorporated in
TRIPS and is this a likely step?
The Agreed Statements only grant that the right to reproduction is protected from
exploitation over the Internet, however there is no such extension for the rights to
distribution or communication." 16 When one additionally takes into consideration that the
Agreed Statements are not binding for the Contracting Parties, the protection against
exploitation of sound recordings in the digital environment may be weakened.
The Treaty also leaves it unclear whether storage in RAM constitutes copyright
infringement.
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The whole Treaty is pervaded by the lack of specification of who the infringer is.
Is it the uploader, downloader. Internet Access Provider or Bulletin Board holder? Does
the Treaty cover contributory or vicarious infringement?
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Torpoco, supra note 208. 59.
1
Hayes, supra note 188, 3.
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Another point is that it is unclear which country's law should apply in case of
infringement. The only article that say something about this is article 5(3). When it comes
to moral rights the infringement shall be governed by the country in which protection is
claimed. It is thereby the country of the performer that is the source of law. However, this
is not specified when it comes to any of the other rights, which leaves us with the
traditional choice of law rules."
Another problem with the Treaty is that it seems to have rights that clearly overlap
each other. This will make one single act into several copyright infringements
simultaneously. The use of the Internet may suffer under this, since it is harder to find
limitations or exceptions that covers a whole spectrum of rights.
One point of the Conference's agenda was to bring the existing law in to
compliance with the TRIPS Agreement." 1 The term of protection was expanded from the
Rome Convention's 20 years to 50 years as in the TRIPS Agreement. However, the Treaty
has developed protection beyond the TRIPS Agreement. Infringement through the Internet
has clearly been codified, and to meet the challenges of Internet exploitation special
measures are taken. Copyright protection of sound recordings has undoubtfully been
strengthened by the Treaty compared to the TRIPS Agreement.
The Internet has the potential to become an important source for commercial
trade."" However, there is reason to believe that copyright owners will not be willing to
upload their sound recordings on the Internet unless they feel certain that their interests
will be protected. The Treaty is an important contribution to this security. The TRIPS
Agreement is founded on the assumption that insufficient copyright protection will
constitute "an impediment to international trade ..." of which it is founded to protect.
218
The traditional choice of law rules are mentioned in chapter III A. 1.
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Hayes, supra note 1 88, 9.
Mori, supra note 191, 175-176. Some commentators believe that the trade may reach billions of dollars
by 2000.
Neil W. Natanel, The Digital Agenda ofthe World Intellectual Property Organization: Comment: The
Next Round: The Impact ofthe W1PO Copyright Treat\- on TRIPS Dispute Settlement, 37 Va. J. Int'l L.
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The WTO may therefor find it necessary' in order to protect free trade, to implement parts
of the Treaty or even implement it in full.
The TRIPS Agreement presents a limited protection of sound recordings in article
14. The Rome Convention is clearly its origin, but the rights provided for in the TRIPS
Agreement are less extensive than that of the Rome Convention. The matter of protection
of sound recordings was controversial during the Uruguay Rounds, and the result was the
limited protection in article 14. The Treaty provides a more extensive protection than both
the TRIPS Agreement and the Rome Convention, and it may be a matter of timely
negotiations in order to implement the Treaty. However, the Treaty gives more extensive
protection for the artists, which has been one of the major concerns of critics when it
comes to the Rome Convention.
Of the delegates participating in the WIPO Geneva Conference, three-quarters
were WTO members,"" which also represented three quarters of the WTO members. This
shows an initiative and willingness to seek international measures in order to protect
sound recordings in the new area among the WTO members.
The TRIPS Agreement was once implemented in the WTO organization to
heighten certain aspects of intellectual property protection. It was the first convention to
expressively protect databases and computer programs as literary works. However, the
Treat) has far passed the TRIPS Agreement when it comes to the protection of sound
recordings, but still the TRIPS Agreement is the only agreement that provides measures
concerning enforcement and dispute settlement procedures. The Treaty should, as the only
international treaty that addresses the Internet problem, serve as a starting point for
updating the TRIPS Agreement.
-id, 473.
Chapter VI
ENFORCEMENT AND REMEDIES PROVIDED BY THE TRIPS AGREEMENT
A. Introduction
One of the key issues of international copyright discussions lately has been
enforcement.
223
and one of the principal motives to integrate intellectual property rights as
a part of the WTO was the lack of such provisions internationally." The aspects of the
TRIPS Agreement that have received most attention are that the WTO provides dispute
settlement procedures and that the TRIPS Agreement has minimum standards when it
comes to enforcement.
The TRIPS Agreement has a set of minimum procedural norms that concerns the
enforcement of the rights provided for. However, these measures must be implemented
into each member's legal system, which differs from country to country. This may weaken
its influence. Even so. the contribution that the TRIPS Agreement represent internationally
can mainly be attributed the minimum enforcement standards and the dispute settlement
procedures. This is what separates the TRIPS Agreement from all other international
intellectual property agreements.
Part III of the TRIPS Agreement contains the provisions of enforcement. The
chapter has general obligations that all enforcement procedures of the members must
comply with, D minimum standards when it comes to civil and administrative
procedures,' 6 provisional measures,
227
special requirements that relates to boarder
measures,"" and criminal procedures. 229 In addition to these rules, article 63 and 64 have
International Intellectual Property Law, supra note 64, 26.
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special provisions concerning dispute prevention and dispute settlement. The two
objectives these provisions are meant to protect are to '"ensure that effective means of
enforcement are available to right holders [and] to ensure that enforcement procedures are
applied in such a manner as to avoid the creation of barriers to legitimate trade and to
provide for safeguards against their abuse.""
°
B. General obligations and basic objectives
There is a general obligation for the Member nations of the WTO to make available the
enforcement procedures listed in part III of the TRIPS Agreement.""' 1 The goal is to
provide efficient action against infringement, but at the same time avoid barriers to
international trade.
~
J
~ The procedures is only applicable to the actions against
infringement of rights provided for in the TRIPS Agreement, which means that member
states that have implemented the Rome Convention, can not claim treatment under these
procedure standards for irregularities under that convention. The rules should not be
unduly costly, complicated or time-consuming as to complicate the enforcement of
intellectual property more than what is usual for the treatment of other cases in the
"> "•
"•
Member nation concerned.
~
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C. Civil and administrative procedures and remedies
Article 42 and 43 of the TRIPS Agreement specify some basics rights of the parties and in
which manner the procedure should take place. Civil procedures should be available for
the right holders in every Member country." 4 Article 43 concerns the presentation of
evidence and the line of interrogation.
230 http://www. wto.org 'wto-'intel lee intell2.htm supra note 82.
231 The TRIPS Agreement article. 41.1.
232
~ These are the same goals that are presented in the preamble of the TRIPS Agreement.
2
J
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The TRIPS Agreement, article 4 1 .2.
4
The TRIPS Agreement, article 42. This article further mentions the basic rights of the defendant to get
written notice, for the parties to be represented by an attorney, to present the relevant evidence, and a right
to protect confidential information.
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The TRIPS Agreement leaves the specification of the scope of its remedies to each
of the Member nations domestic law: however, the basic remedies that a Member state
is obliged to implement into their domestic law are presented in articles 44 to 46." An
important remedy to preserve copyrights is the right to injunctive relief.*"
3
' In the case of
illegally placed sound recordings on the Internet, a right to damages is not worth much if
the copyright owner can not prevent the infringer from offering the recording to the whole
world to copy. However, article 44 of the TRIPS Agreement concerns injunctions that are
available immediately after customs clearance. In the case of copyright infringement on
the Internet, there are no customs clearances because there are no boarders on the Internet.
In order to provide Internet copyright owners with the right to injunctions, the article
should provide another time specification for withholding the infringing web page. The
right to withdraw an infringing web page is as important to the copyright owner as a right
to prevent infringing copies from being distributed. In reality that is what happens when
an Internet page is deleted from the Internet. However, instead of preventing distribution
of illegal copies in a specific country, copying on a worldwide basis is being prevented.
This remedy is thereby even more important when it comes to infringing actions on the
Internet.
Article 45 gives the copyright owner the right to damages. The damages will often
be measured to what the infringer would have had to pay in licenses if he had gotten the
permission first. Another way of determining the amount is to look to the losses the
copyright owner has suffered. Usually this will be the equivalent to what the defendant has
earned by his infringing actions. This way of measuring the damages might turn out to be
difficult when it comes to uploading to the Internet, because it is difficult to keep track of
the economic value of the infringement. The defendant may not have earned any money
2ii
International Intellectual Property Law, supra note 64, 350.
If, as a result of a measure taken against a claimed copyright infringement, turns out to be wrong and
the plaintiff has abused the enforcement procedures, he may have to compensate the defendant. The
TRJPS Agreement, article 48.
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directly by the uploading of the sound recordings, but he might have done so more
indirectly by presenting the sound recordings as an incentive (or commercial if you will)
for people to visit his web pages. The Member parties shall limit the access of damages to
the fact that the infringer "knowingly, or with reasonable grounds to know, engaged in
infringing activity." However, article 45.2 opens for the Member nations to grant damages
even if the defendant did not know that his act was infringing copyrights. In this way the
agreement opens for the possibility to hold Internet access providers responsible even if
they did not know what was going on. which the U.S. has done in several cases
concerning the Internet. However, the TRIPS Agreement does not give any suggestion to
whom to hold responsible for copyright infringement, so this will be a matter for national
legislation. By neglecting to confront the matter of whom to hold responsible for
copyright infringement, the TRIPS Agreement opens up for diversity on an important
legal issue. This is even more difficult when it comes to the Internet, because one
infringing action may be linked to an unlimited number of individuals.
The Member nations shall provide the national authorities with the right to
determine that the infringing goods are "'disposed of outside the channels of
commerce"." If the constitutional requirements permit it. they may also order destruction
of the infringing goods. This is "one of the (few) effective deterrents against 'pirates' and
counterfeiters ..."" However, in the case of uploading of sound recordings to the
Internet, it is difficult to determine what the infringing goods are. It may be both the
copies that the downloaders have made, and the web page or the software that the
uploaders used. It is impossible to hunt down all the individual downloaders spread
around the world, and this can not be what the law intended. The intention must have been
to dispose of the works that are found, but not yet distributed, in a way that is not
damaging to the copyright owner. For the works already distributed, the defendant has to
The TRIPS Agreement, article 46.
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pay damages. The authorities must therefor use the article to order the v\eb page taken off
the air. which it also has the authority to do under article 44. However, the authorities also
have the right to order the destruction of the materials and implements that were used in
the creation of the infringing goods. "'Destruction depends on whether such materials and
implements could be put to good use outside the channels of commerce and without a risk
that they would revert back to the infringers."
240
In our case this may lead to the
destruction of software and hardware, however the impact of this is not very great, since
these items are easily replaceable. The destruction of the computer itself may not be an
option, since it is a tool usable for much more than uploading and copying of sound
recordings, although it would be a good deterrent to piracy. Another aspect of this remedy
is that it is mostly meant to cover professional pirates and counterfeiters that have
equipment that make it possible to produce vast amounts of illegal sound recordings. An
uploader of music to the Internet may or may not be professional at what he does. If he
gets paid for the downloading of music from the listeners, he might be determined as a
professional and whatever special equipment he has may be seized and destroyed.
However, the line is difficult to draw.
Article 47 allows authorities to force copyright infringers give information about
third parties that have been involved in the process. If the infringer refuses to do so, there
will be sanctions under national law, which may result in imprisonment and fines. 41 In the
case that a country provides for vicarious or contributory infringement.
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or opens for
Internet service providers and others to be directly liable, this may help to track down the
uploader. This is an important step when it comes to copyright infringement on the
Internet. However, the Internet service providers have expressed concern over such a duty,
because they are afraid they will be required to take draconian steps that will result in loss
of customers. They say that the right to privacy is taken away. However, the right to
240
Id. 209.
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" Vicarious and contributory infringement is discussed in chapter II B. 3. (c).
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privacy should never be a measure to cover up illegal actions. The issue of finding the
persons involved is complicated when it comes to the Internet. Without the option of
legally pressuring individuals to give out names, the possibility to control exploitations on
the Internet may be very difficult, if not impossible.
D. Provisional measures
Some commentators are of the opinion that article 50 is one of the most important parts of
chapter III. It states that the Member states are obliged to give the judicial authorities
the right to impose preventive injunctions. Article 50.2 gives the judicial authorities the
temporary right to stop the assumed infringing action if the evidence presented show
likelihood of infringement and the action is likely to cause irreparable harm or there is a
risk that evidence will be destroyed. The authorities have the right to do so without
notification to the alleged infringer; however, there must be a balance concerning the
measure taken and the rights of the defendant.' In both relations this is an important
measure in the case of uploading of sound recordings to the Internet. Activity that takes
place on the Internet is just as easy to remove from the Internet, as it is to upload." ? If the
defendant removes the entire web page or the infringing parts of it. he may destroy
evidence: on the other hand he will by the same action prevent further infringement. He
might also be in possession of software or hardware that contains evidence that can be
confiscated. To delete the alleged infringing Web page from the Internet shows its
importance when one keeps in mind that one single page may have thousands of viewers
every day. The economic value of this option is thereby enormous. By the time a case is
decided, millions of copies could have been made if there are no provisional measures.
' Gervais, supra note 76, 2 1 6.
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As mentioned earlier however, there is a risk that there are copies made or restored somewhere.
However, these are just as difficult to track down by the authorities as by the defendants.
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E. Special requirements related to boarder measures
The TRIPS Agreement article 51-60 provides the authorities with the right to suspend the
release of copyright infringing goods at the customs clearance. However, since the
Internet does not have any boarders, and certainly no customs, such measures are not
applicable to the Internet.
F. Criminal procedures
Copyright piracy has been a rising problem internationally since the 1970s." The TRIPS
Agreement has tried to deal with this problem by implementing mandatory criminal
penalties for such violations. There are no details as to which procedures the Member
countries must implement under the Agreement. The standards in article 61 are broad and
the level of penalties provided for nationally must reflect the seriousness of the infringing
action.
247
The obligation stretches to at least willful copyright piracy on a commercial
scale. Members may also impose such measures when it comes to other kinds of copyright
infringement, and in such a case the penalty is "not limited to cases of willful infringement
committed on a commercial scale."" If uploading or other forms of copyright
infringements on the Internet are found to be willful and on a commercial scale, the
judicial authorities can impose criminal sanctions in the form of imprisonment or fines.
However, it is uncertain what is meant by "commercial scale" when it comes to the
Internet. There is a chance that access to criminal procedure when it comes to the Internet
may lead to diversities within the WTO since it is not specified that Internet use
constitutes commercial use or may do so without direct economic benefits for the
defendant. It is thereby up to each Member State if such measures should be available in
Internet cases. It may be a hard task to determine what kind of Internet activity should be
treated under criminal procedure. Are all uploadings of sound recordings to the Internet
International Intellectual Property Law. supra note 64, 350.
247
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commercial, or should a line be drawn based on proposes of the illegal presence of music
on the Internet?
G. Dispute settlement
The dispute settlement provided for by the WTO has already begun to function. Panels
and the Appellate Body have decided their first cases.
249 WTO members can claim
irregularities against another Member State and have the case go to the Panels and the
Appellate Body, and if the defending Member does not comply with the ruling, trade
sanctions may be imposed. "Commentators have praised the WTO's drafters for adopting
a rule-oriented approach to dispute settlement. ... They have also predicted that TRIPs
dispute settlement will transform the international protection of IPRs.""^
TRIPS article 64.1 confirms that the Dispute Settlement Understanding (DSU)
applies to conflicts concerning intellectual property rights. However, non-violation cases
may not be invoked until January 1 . 2000.""' Until then a Member has to show a direct
conflict between another Member's law and the TRIPS Agreement." 5- Developing
countries were concerned that non-violation complaints would result in an expansion of
the obligations under TRIPS, and the access to non-violation complaints were thereby
delayed five years.233
If there is a dispute between two states, the process starts with a consultation
between the Member states. This is an attempt to reach a solution, if no agreement is made
within sixty days, the Secretariat establishes a Panel. When the Panel has reached a
decision, the loosing party may appeal to the Appellate Body. "Panels . . . should assess
whether national or regional rules on intellectual property rights, as applied by the
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Member, live up to the legitimate expectations of the Agreement.""
4
If the loosing party
does not implement what is decided, the Dispute Settlement Body may suspend
concessions.
The Dispute Settlement Understanding (DSU) 2 "^ says that the dispute settlement
shall serve to "clarify the existing provisions of [the agreements, including TRIPS] in
accordance with customary rules of interpretation of public international law."" ' One
such agreement that contains rules of interpretation is the Vienna Convention on the Law
of Treaties.
2 " 7 The dispute panels under GATT 1947 have relied on the text of the
agreement, the negotiating history, prior dispute settlement, panel decisions, and
performance by Members. 2:>8 In the case of exploitation of sound recordings on the
Internet, the Panels may not interpret the TRIPS Agreement to include new areas of
protection. However, if state practice becomes "sufficiently widespread and is
accompanied by the necessary opinio juris, that practice will ripen into an independent
customary rule of law that a tribunal, including a DSU panel, must apply as a rule
supplementary to the text, provided that it is not inconsistent with that text."" It is highly
unlikely that such a process would justify the implementation of exclusive rights to
Internet exploitation, since at the moment the opinio juris is divided. Most countries today
accept that intellectual property needs to be protected against Internet exploitation.
However, to which degree and by which means are still highly controversial. As
mentioned the new WIPO agreement is a step in the right direction to reach a worldwide
254
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agreement on several difficult issues. However. WIPO needs to be enforced by an
expansion of the TRIPS Agreement in order to have real authorit\
.
Chapter VII
CONCLUSION
A. The TRIPS Agreement's capability of dealing with copying of sound recordings
from the Internet.
The technology of sound recordings has changed dramatically since the first recording of
sound by Thomas Edison. The revolution has made performers and producers of such
recordings vulnerable. The Internet is the latest addition in a line of inventions that may
complicate and remove the sources of income for these groups. There is no doubt that they
need some kind of protection internationally.
The TRIPS Agreement does not protect Internet exploitation of sound recordings.
It does not establish any kind of standards that define which acts should constitute
infringement. 260 There are no standards for infringement tests, such as "prove intent,
degree of similarity required and defenses such as fair use.
,,
~ This opens the door for
different standards in various countries, since these aspects may determine the outcome of
a case. Since there are no specific provisions in TRIPS that cover Internet exploitation of
copyrighted work; such rights might not be interpreted into the agreement. The Panels can
only interpret TRIPS according to its stated intentions, which at this time does not cover
exploitation on the Internet. The TRIPS Agreement implements the Berne Convention in
the copyright area, sound recordings are not covered in the Berne Convention, but does
not provide any solution as to the Internet problem. The WIPO leaves the protection of
such works to the Rome Convention, which is not implemented into the TRIPS
Agreement. The making of WIPO Performances and Phonograms Treaty was intended to
be an addition to the Rome Convention to cover among other things exploitation on the
International Intellectual Property Law. supra note 64, 281
.
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Internet. The TRIPS Agreement does not provide a strong protection for sound recordings
and little if any protection against Internet abuse. "TRIPS' silence [when it comes to
Internet] threatens to make it both outdated and overprotective."
262
Experience has shown that provisions that cover procedures alone do not guaranty
enforcement of intellectual property rights.
26j Assume that a person has uploaded REM's
newest CD '"Up" to the Internet without asking REM or their producer. The first question
to be answered is which country's law should apply. With the Internet as a worldwide
entity without boarders, this question is complicated. Should the law of the copyright
holder be applicable, or the law of the uploader, the downloaded the Internet service
provider, the bulletin board provider, etc.? TRIPS does not provide specific provisions that
deal with this problem. Since there is no clear protection of Internet exploitation of sound
recordings, any of the Member states can refuse to provide copyright protection to the
copyright owner. In reality, REM will be unprotected against worldwide exploitation of
their work. A lesser known band may not have a chance even if they had a valid copyright
claim in another Member country, since it will cost a lot of money to bring a case before a
foreign court. Most performers can not afford the costs of a lawsuit in another Member
country'. However, they can not afford not to sue either, since it will lead to a decrease in
sales of the sound recordings. There are chances that the Web page holder is willing to
shut down or change his page if he becomes aware of the fact that the site contains illegal
music. This is what happened in the case mentioned in the Introduction. The RIAA shuts
down several Internet pages every day that contains illegal music. There are ways outside
the court, but in order to make these effective; there must be a law that clearly prohibits
such use so the threat is real to the infringers.
The WIPO Performances and Phonograms Treaty is the only multilateral treaty
that covers copyright protection for sound recordings on the Internet. This agreement
" Hamilton, supra note 29, 615.
J
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could be implemented in the TRIPS Agreement similarly to the Berne Convention and the
Paris Convention. There are reasons to believe that such an implementation is not a
Utopian fantasy. One reason is that most of the WTO members took part in the
negotiations that led to the creation of the Treaty. This shows a willingness to provide for
international protection when it comes to the Internet. However, the resistance against
substantial copyright protection for performers and producers in sound recordings has
been great in WTO relation. If the WTO members decide to implement the Treaty
however, the Treaty should not be implemented uncritically. As mentioned in chapter V,
the Treaty has a lot of loopholes, which should be resolved, before the Treaty is presented
in a renewed TRIPS Agreement.
There are several issues that should be discussed before provisions concerning
Internet exploitation of sound recordings are implemented in the TRIPS Agreement.
Firstly the exclusive rights given to the copyright owners must be chosen carefully. There
is a risk of both overprotection and lack of protection, if one applies traditional rights to
Internet uses. Traditional rights were not made with the Internet in mind, which makes
them partly unfit for the new media. If traditional rights are used, as found in large
portions of the WIPO Performances and Phonograms Treaty, then there is a chance of
overlapping rights. One single act can result in several infringements. By uploading a
sound recording to the Internet, it may represent copying, distribution, publishing,
derivative work, broadcasting etc. The greatest danger with this approach is that it is
difficult to constitute exceptions for certain actions if it will be an infringement of several
or all of the exclusive rights. A solution might be to constitute a new right specifically
directed towards Internet use, namely a right to transmission. By giving the performers
and producers the exclusive right to transfer their sound recordings, uploading to the
Internet without the permission of the copyright owners will constitute an infringement
and anyone that takes part in this action could be defendants. The mere act of individual
copying from the Internet is impossible to keep track of, and it does not do much good in
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practice to go after the downloaders. With one specific right, it is possible to make
exceptions for uses that do not impact the copyright owner.
These are all issues that the WTO should keep in mind before they start renewing
the TRIPS Agreement to cover copyright protection on the Internet. However, the matters
are important and action is needed soon. With thought to the remedies, dispute settlement
and enforcement procedures that the TRIPS/WTO provides for intellectual property
matters. TRIPS/WTO is the right medium in order for copyright protection of sound
recordings on the Internet. However, it seems like the TRIPS Agreement also needs to
upgrade its protection of sound recordings since article 14 is limited. As mentioned, this
was a controversial matter during the Uruguay Rounds. The WTO has the chance now to
do what it intended by the TRIPS Agreement, namely to rights that concern the new media
to a set of accepted rules." The WIPO Performances and Phonograms Treaty is a good
starting point, but it needs some specifications to constitute an adequate means of
protecting against exploitation of sound recordings on the Internet. The drafters of any
new provisions under the TRIPS Agreement need to be aware of the fact that today's
copying of sound recordings is just the first step. The next step is transmission of movies
and TV programs over the Internet. In fact some TV programs have been broadcasted over
the Internet. It is just a matter of technical improvements in order for individuals with
Internet access to be able to see movies and TV programs on their computer, or make a
copy and play it on their VCR. The development's track record is clear and leaves few
doubts as to that the Internet is going to be the leading source of all types of information
and entertainment in the years to come. The WTO has to make the choice immediately as
to whether it will take the offensive now or watch the situation unfold without them.
The drafters of the TRIPS Agreement wished to add rules concerning computers, and the result was
rules concerning copyrights to computer programs and compilations of data, the TRIPS Agreement article
10. By doing this the TRIPS Agreement represented a more up to date treaty than the Beme Convention
was. However, by the drafting of the new WIPO Treaties, WTO and TRIPS has fallen behind.
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B. Other solutions?
Judicial solutions are not enough to solve copyright problems on the Internet. International
Copyright Treaties that seek to avoid diversities are an important step to reaching the goal
of protection against piracy on the Internet. However, in order to make the protection
effective, other measures have to be taken into consideration.
The most important non-judicial step in order to protect sound recordings from
Internet piracy is technological measures. The RIAA has taken the initiative to ask the
computer industry to come up with a secure system of transferring sound recordings over
the Internet. The computer industry has taken the challenge and competes internally to
provide the best solution. The idea is for the recording industry to be able to sell their
music over the Internet safely.
No system is a hundred percent safe. There will always be individuals that are able
to hack their way to free copies of sound recordings. Another important step is therefor to
inform the public. One of the greatest problems of copyright owners today is the fact that
people do not seem to think there is anything wrong with making copies illegally. A law
does not work well, if it does not reach the public it was meant to reach. These days
American TV shows infomercials about copying of computer software. These
infomercials show users how such copying is illegal and compare it with stealing software
directly from the shelves in computer stores. It is a campaign that is intended to create an
attitude against such use. It will take time, but it is an important step in order to protect
copyright.
In order for the law to be efficient, infringers have to be shown that such behavior
is not only unacceptable, but that the copyright owners are willing to take steps to prevent
such behavior. The RIAA has in recent years sent out information to Web page holders
that have illegal music on their page. In this way they have shut down hundreds, if not
thousands of Internet pages. The Norwegian student presented in the introduction, was one
of the Web page holders that got such a warning. He reacted to this warning by removing
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the illegal music and adding new (and legal) material. This method seems to be quite
effective in order to close down such activity. In order for such a method to be efficient,
the right holders have to be able to back up their demands with a lawsuit if the Internet
page holder is not willing to remove its illegal sound recordings.
In order to be able to sell music on the Internet legally, a licensing system might be
useful. TONO. which is the Norwegian performing right society, has published a listing of
different licenses concerning Internet transmission of sound recordings."
J The idea is that
the Internet page owner has to pay the organization for the use of music. It is a temporary
solution, until TONO has gathered more information about sources of income,
technological measures and the market in general.
266 However, in order for such a
licensing system to be efficient, it has to have a worldwide coverage, which is not the case
today. Other forms of payment methods are being tested out.
There is a research project in San Diego, which allows consumers to download
entire albums from the Internet and make their own copies with the help of a CD-recorder.
The listeners pay by typing in their credit card number. The prices are comparable with
the prices of music CD's in the stores. The customers may also print graphics from the
album covers. The project is interesting, but has one major fault, the price. The
downloaders have to buy recordable CDs, which cost around $1 a piece. Why should the
price be the same as for buying a CD in the store, when several of the traditional links in
the chain of sales are not a part of the distribution anymore? There are Internet pages that
transfer music for free, even if it is not legal. In this sense this project does not seem to be
a serious step to presenting a real alternative to the illegal Internet pages.
'5
The licenses are as follows:
For Internet transmission of radio the Internet page owner has to pay 500 NKR or $65.
For Internet transmission of concerts the amount is 200 NKR or $25 for each concert and for each 24-
hours it is available on the Internet.
For other forms of music transmission over the Internet 100 NKR or $15 for 1-10 minutes of music
uploaded each month. If it is more than then minutes, 1000 NKR or $125 for every hour each month.
TONO, Tariff-bilag til avtale om bruk av musikkpa Internett, (visited July 1, 1999)
httpv'/wwwtono.no'iuridisk/OOOT.html
71
Several music labels consider offering their music for sale on the Internet. They
are awaiting the situation to be sure that the technical measures are secure enough to
upload music without the danger of illegal copying. This may be the new way of
distributing music in the future, and the WTO/TRIPS should make sure that the world is
prepared for this, by providing effective legal measures.
A question of importance is whether the WTO organization is capable of making
the changes that are needed in order to keep up with the technological developments, in a
reasonable time. It took the GATT countries years to finish the Uruguay. However, this
was a total revision of the GATT. and does not imply that revisions of the TRIPS
Agreement will take as much time. As mentioned earlier, the national implementation of
the TRIPS Agreement is at this moment on different levels. Industrialized countries should
have implemented the agreement by now. however, developing countries and least
developed countries, still have some years of their delay left, which means that the
agreement is not even in force in all the WTO countries. The developing countries were
concerned and reluctant to implement the TRIPS Agreement as a part of the WTO
organization. One result of this was the barrier against bringing non-violation claims up
for the dispute settlement panels. It may prove to be difficult to make changes needed in
the TRIPS Agreement until all the WTO members have implemented the TRIPS
Agreement fully into their national laws. The preparative stages should start immediately
however, in order to make changes as soon as possible. Failure to protect against Internet
piracy may lead to trade barriers on the import of lawfully manufactured sound
recordings, because the traditional trade suffers under the fact that persons with Internet
access download the music for free.
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